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1 Filed Sep 28 1949 Harry M. Hull, Clerk 
UNITED STATES DISTEICT COUET 

IN THE 

DISTRICT COUET OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA 

GOLD SEAL COMPANY 
Bismark, North Dakota, 

Plaintiff 

V. 

LAWRENCE C. KINGSLAND 

Commissioner of Patents 
U. S. Patent Office 
Washington, D. C. 

Defendant 

Civil Action No. 4150-^49 
COMPLAINT 

Action for Registration of Trade-Marh Under R. S. 4915 

The Plaintiff herein for its complaint alleges: 

1. The Plaintiff, Gold Seal Compfmy, is a corporation 
duly organized and existing under and by virtue of the 
laws of the State of North Dakota, having its principal 
office and place of business at Bismark, County of Bur¬ 
leigh, in the State of North Dakota. 

2. The Defendant, Lawrence C. Bangsland, is the Com¬ 
missioner of Patents of the United States, with his official 
residence in the District of Columbia, and is sued in his 
official capacity. 

3. This action arises under the Trade-Mark Laws of 
the United States, United States Code, Title 15, Section 
81, et seq., as amended, and is brought under Section 4915 
of the l^vised Statutes, United States Code, Title 35, 
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Section 63, as amended, and is based npon the re- 

2 fnsal of the Commissioner of Patents, Defendant 
herein, to grant a certificate of registration to the 

Plaintiff for a trade-mark for which application for snch 
registration was made in accordance with the law in snch 
cases made and provided. 

4. Plaintiff’s predecessor, a partnership doing bnsiness 
as Gold Seal Co., in Bismark, North Dakota, having 
adopted and registered its trade-mark GOLD SEAL for 
furniture polish (Registration 418,118) and having prior 
to September 1945, adopted and on or about that date 
began to use, as sole and exclusive owner thereof, an 
original, arbitrary, and distinctive trade-mark for a glass 
cleaner and polisher; said trade-mark consisting of the 
phrase GOLD SEAL superimposed upon a conventional 
representation of a seal which, in turn, was superimposed 
upon a circular background, a specimen showing the man¬ 
ner in which said trade-mark was, and stiU is, applied to 
use, will be presented to the Court. 

5. The said trade-mark is the sole and exclusive prop¬ 
erty of the Plaintiff, having been first used by Plaintiff’s 
predecessor in commerce among the several states of the 
United States prior to September 1945 as aforesaid, and 
continuously used and applied to containers of the goods 
of Plaintiff’s predecessor and of Plaintiff since that date 
and has never been abandoned; that by reason of the 
adoption and continuous use of the trade-mark, as afore¬ 
said, by the Plaintiff and its predecessor, said mark has 
acquired in the minds of the purchasing public such an 
association with the Plaintiff and the goods of the Plaintiff 
as to indicate that Plaintiff is the true source of origin 
of goods bearing said trade-mark, and that Plaintiff is 
the proprietor of the trade-mark and goods to which the 

name is applied. 

3 6. To the best of Plaintiff’s knowledge and be¬ 
lief, no other person, firm, corporation, or associa¬ 
tion has the right to use said trade-mark either in the 
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identical form as shown and used by Plaintiff, or in snch 
near resemblance thereto as might be calcolated to de¬ 
ceive. 

7. That Plaintiff’s trade-mark as aforesaid is not snch 
a mark as is prednded from registration by any section, 
provision, or danse of the Trade-Mark Laws made and 
provided. 

8. Plaintiff’s predecessor. Gold Seal Co., a partner¬ 
ship, on November 23,1945, ffled in the United States Pat¬ 
ent Office an application for registration of the said trade¬ 
mark nnder the provisions of the Act of Febmary 20,1905 
(United States Code, Title 15, Section 81, as amended), 
and said application was given Serial No. 492,040. 

9. Said trade-mark was held registrable by the Patent 
Office and was pnblished in the Official Gazette of the 
United States Patent Office, Volnme 596, No. 4, page 464, 
on March 25,1947. 

10. Plaintiff, Gold Seal Company, a corporation as 
aforesaid, acquired title to the said trade-mark and the 
good will pertaining thereto by an assignment thereof 
from its predecessor. Gold Seal Co., a partnership as 
aforesaid; said assignment was executed May 5, 1947, 
and was recorded on May 9, 1947, in Liber P-211, page 
109, of the assignment records of the United States Patent 

Office. 

4 11. A Notice of Opposition to the registration 

of Plaintiff’s said trade-mark was filed, on April 
24, 1947, by Counsel for Lever Brothers Company, a cor 
X>oration of the State of Maine, having a place of business 
at 50 Memorial Drive in the city of Cambridge, County 
of Middlesex, State of Massachusetts, claiming that trade¬ 
marks shown in trade-mark registrations 30415, (dated 
June 1, 1897 and renewed); 60,075 (dated January 28, 
1907 and renewed); 200,669 (dated July 7, 1925 and re¬ 
newed); and 292404 (dated March 1, 1932) were owned 
by said corporation and confusion was likely between the 
t^e-marks shown in those registrations and Plaintiff’s 
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said trade-mark; new Notices of Opposition by said cor¬ 
poration, verified by M. J. Pendergast, as Secretary, and 
based npon the same claim, were filed May 1, 1947, and 
Opposition No. 26,278 was declared by the United States 
Patent Office on June 2,1947. 

12 . Plaintiff duly filed its answer to said Notice of 
Opposition; thereafter proceedings were had in the Patent 
Office, and on June 15, 1949, the Commissioner of Patents 
rendered a decision affirming a prior decision of the Exam¬ 
iner of Trade-Mark Interferences and holding that there 
is reasonable likelihood of confusion from the concurrent 
use of the marks involved ujwn the products of the parties. 

13. Pursuant to the foregoing proceedings had in the 
United States Patent Office, all of which will appear more 
fully and at length from a certified transcript of the 
record of said application Serial No. 492,040 and of said 
Opposition proceedings No. 26,278 aforesaid, in Court, to 
be produced, the Honorable Commissioner of Patents, De¬ 
fendant herein, has refused and continues to refuse 

5 to register Plaintiff’s said trade-mark and to issue 
unto Plaintiff a Certificate of Registration of said 
trade-mark. 

14. Plfiintiff is dissatisfied with the decision of the 
Commissioner of Patents and believes that the registra¬ 
tion of its said trade-mark has been unlawfully denied 
and refused by the Commissioner of Patents; and Plain¬ 
tiff further beeves that its said trade-mark does not 
bear any such near resemblance to the trade-marks shown 
in Registrations Nos. 30415; 60,075 ; 200,669; and 292,104 
aforesaid as might be calculated to deceive; 

that confusion between Plaintiff’s goods bearing its trade¬ 
mark aforesaid and goods bearing the trade-marks shown 
in said Registrations Nos. 30415; 60,075 ; 200,669; and 
292,104 is not likely but that Plaintiff’s goods baring its 
trade-mark aforesaid are readily distinguishable from 
goods bearing the trade-marks shown in Registrations 
Nos. 30415; 60,075; 200,669; and 292404. 
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' 15. The Commissioiier by said decision has conferred 

npon Lever Brothers Company a prima facie exclusive 
' right to the word ‘‘Gold*’ particularly when used with a 
' suffix, for trade-mark purposes and the display of the 
word “Gold”, particularly when used with a suffix, on 
labels and in advertising without regard to the lack of 
resemblance between its words “GKDLD DUST” and marks 
used by others, including Plaintiff, and thus said decision 
improperly confers upon Lever Brothers Company a trade- ; 
' mark “Gk)ld” for any material, liquid or solid, whidi will 
act as a detergent or polishing or cleansing or surface- | 
treating agent for any material or surface. 

' 6 16. Plaintiff alleges that the decisions of the 

Examiner of Trade-Mark Interferences and of the 
Honorable Commissioner of Patents, sustaining the Oppo- 
' sition and adjudging Plaintiff as not entitled to registra¬ 
tion are erroneous. 

' 17. Plaintiff further alleges that it has acquired and 

is possessed of a vested property right in its trade-mark, 

' aforesaid, and in the registration thereof in the United 
I States Patent Office and the deprivation of said registra¬ 
tion by the Commissioner of Patents, Defendant herein, 
is unlawful, and the denial of the registration of the said 
' trade-mark to the Plaintiff constitutes a deprivation of 
■ Plaintiff’s property without due process of law, contrary 
to the provisions of the Fifth Amendment of the Constitu¬ 
tion of the United States; and Plaintiff further alleges 
that the registration of its trade-mark aforesaid has been 
' refused unlawfully by the Commissioner of Patents. 

18. Plaintiff alleges that no appeal has been taken by 
it to the United States Court of Customs and Patent Ap- 
' peals from the said refusal of the Commissioner of Pat¬ 
ents to register Plaintiff’s trade-mark aforesaid; and that 
the Bill of Complaint herein is hied within six months 
following the final decision of the Commissioner of Pat¬ 
ents refusing registration of Plaintiff’s trade-mark afore¬ 
said (35 USCA 63, as amended). 


19. Plaintiff more fully to apprise this Honorable Court 
of the grounds upon which registration of Plaintiff’s said 
trade-mark was refused by the Commissioner of Patents, 
as aforesaid, hereby makes profert of a certified copy of 
Plaintiff’s application Serial No. 492,040 and of 

7 the record of proceedings in Opposition No. 26,278 
as shown by the records of the United States Patent 

Office, said certified copy to be produced as and when this 
Honorable Court shall direct 
Wherefore, inasmuch as Plaintiff is without adequate 
remedy otherwise than by such action as the present under 
and in accordance with the provisions of Section 4915, 
Revised Statutes, of the United States (U. S. Code Title 
35, Chapter 2, Section 63), and inasmuch as the Plaintiff 
has exhausted its remedies under existing Statutes of the 
United States and rules regulating the practice of the 
Patent Office in such cases made and provided. Plaintiff 
respectfully prays as follows: 

1. For a decree that Plaintiff is entitled, according to 
law, to have registered, under the Act of February 20, 
1905, its trade-mark aforesaid, for glass cleaner and pol¬ 
isher as specified in its said application for registration 
of said trade-mark Serial No. 492,040, filed in the United 
States Patent Office on November 23, 1945; to receive a 
Certificate of Registration for its said trade-mark as spe¬ 
cified in said application, to be issued to the Plaintiff in 
the name of the United States of America, under the seal 
of the Patent Office, and signed by the Commissioner of 
Patents; and to have a record thereof, together with 
printed copies of the drawing and statement of the Plain¬ 
tiff in its said application, kept in the books provided in 
the Patent Office for that purpose, said certificate to state 
the date on which the application for registration was 
received in the Patent Office, all in due form of law as 
provided by the Statutes. 

8 2. For a decree authorizing and directing the 
Commissioner of Patents, pursuant to Section 4915, Re- 
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vised Statutes (Title 35, USCA Chapter 2, Section 63), 
to register Plaintiff ^s trade-mark in due form of law and 
as provided by Statutes. 

3. That Plaintiff have such other and further relief 
as the nature of the case may admit or require and as 
may be just and equitable. 

GOLD SEAL COMPANY, 

Plaintiff 

By: /s/ Edward B. Beale 
Edward B. Beale, 

1411 Pennsylvania Ave., N. W. 
Washington 4, D. C. 

Attorney for Plaintiff 
• • • • 

9 Filed Oct 12 1949 Harry M. Hull, Clerk 

Answer to the Complamt 

To the Honorable the Judges of the United States District 
Court for the District of Columbia. 

1 , 2. The defendant admits the allegations of para¬ 
graphs 1 and 2 of the complaint. 

3. He denies the allegations of paragraph 3 of the 
complaint He states that an action under Section 4915 
B. S., arising from an inter partes proceeding in the 
Patent Office, cannot properly be brought against the Com¬ 
missioner of Patents alone. 

'4. He denies that the alleged use of the mark referred 
to in paragraph 4 was ‘‘as sole and exclusive owner 
thereof*’, or that the mark is original, arbitrary, 

10 and distinctive. He admits for the purposes of 
this action the remaining allegations of paragraph 4. 

5, 6, 7. He denies the allegations of paragraphs 5, 6, 
and 7 of the complaint. He states that the plaintiff is 
not entitled to the registration sought for the reasons 
given in the decisions of the Examiner of Interferences 
dated October 29th, 1948 and of the Assistant Commis- 
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sioner dated June 15th, 1949 and in view of the following 
trade-mark registrations: 

30,115 granted Jime 1,1897 and renewed- 
60,075 granted Jan. 29,1907 and renewed. 

200,669 granted Jnly 7,1925 and renewed. 

292,104 granted Mar. 1,1932. 

Profert of copies of said decisions and registration is 
hereby made. 

8 , 9, 10, 11, 12, 13. He admits the allegations of para¬ 
graphs 8 to 13, inclusive, of the complaint. 

14. He admits the dissatisfaction and beliefs of the 
plaintiff, as alleged in paragraph 14 of the complaint He 
denies that the beliefs stated in that paragraph are cor¬ 
rect. 

15, 16, 17. He denies the allegations of paragraphs 15, 
16, and 17 of the complaint. 

18, 19. He admits the allegations of paragraphs 18 and 
19 cf the complaint. 

/s/ E. L. Reynolds 
Solicitor, XT. S. Patent Office, 
Attorney for Defendant 

October 11,1949 

• • • • 

12 Filed Dec 7 1949 Harry M. Hull, Clerk 

Order. 

Upon consideration of the fact that John A. Marzall 
sncceeded to the office of Commissioner of Patents on De¬ 
cember 2, 1949, in place of Lawrence C. Kingsland, who 
resigned, and it appearing that there is substantial need 
for continuing and maintaining the above entitled action, 
now therefore it is this 7 day of December 1949 

ORDERED that John A. Marzall, Commissioner of Pat¬ 
ents be and he is hereby substituted as party defendant 
in place of Lawrence C. Kingsland, formerly Commis¬ 
sioner of Patents. 

/s/ Melvin Van Sant, 

Judge. 
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• • • • 

13 Filed Jan 18 1950 Harry M. Hull, Clerk 

Motion to Dismiss 

Now comes the Defendant, John A. Marzall, Commis¬ 
sioner of Patents, and moves to dismiss the complaint in 
the above-entitled action on the ground that the action 
cannot proceed in the absence of the necessary party. Lever 
Brothers Company, the opposer in the Patent Office pro¬ 
ceeding on which this action is based. 

/s/ E. L. Reynolds 
Solicitor, TJ. S. Patent Office, 
Attorney for Defendant 
• • • • 

14 Piled Feb 17 1950 Harry M. Hull, Clerk 

PLATNTIFF>S POINTS AND AUTHORITIES 
IN REPLY TO DEFENDANT’S 
MOTION TO DISMISS 

The Primary Issue 

The Trade-Mark Act of February 20, 1905 supports 
Plaintiffi’s right to bring this suit against the Commis¬ 
sioner of Patents as indispensable Defendant and before 
the United States District Court for the District of Co¬ 
lumbia. The Defendant asserts that the Trade-Mark Act 
of July 5,1946 is controlling. 

Defendant's Motion to Dismiss 

Defendant, the Commissioner of Patents, after having 
filed answer to Plaintiff’s Bill of Complaint, has filed a 
Motion to Dismiss supported by two points and one au¬ 
thority. Defendant asserts that the present action 

15 is governed by the Trade-Mark Act of 1946 and 
cites Glardell ^dustries vs. Nancy Ann Story Book 
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Dolls, Inc., vs. Blingsland, Commissioner of Patents 83 
USPQ 440. Next, Defendant asserts that tmder the Trade- 
Mark Act of 1946, the Commissioner of Patents is not a 
necessary party to proceedings snch as the instant one and 
cites Section 21 of the Trade-Mark Act of 1946. 

Factual Background 

Plaintiff, a corporation of the State of North Dakota, 
succeeded its predecessor, a partnership, which on No¬ 
vember 23, 1945, jfiled an application for registration of 
its trade-mark in reliance upon the provisions of the 
Trade-Mark Act of February 20, 1905 (U. S. Code Title 

15 Section 81 et seq, as amended, and particularly with 
reference to Section 85). After due proceedings were had. 
Plaintiff’s trade-mark application was allowed and passed 
to publication. As permitted by law, a notice of opposi¬ 
tion was filed against the registration of Plaintiff’s trade¬ 
mark application by Lever Brothers Company, a corpora¬ 
tion of the State of Maine. The Commissioner of Patents 
instituted Trade-Mark Opposition 26,278 on June 2, 1947. 
On Jxme 15, 1949, the Commissioner of Patents rendered 
a decision affirming a prior decision of the Examiner of 
Trade-Mark Interferences and refused Plaintiff its regis¬ 
tration holding that there is reasonable likelihood of con¬ 
fusion to be expected from concurrent use of the marks 
of plaintiff and of opposer, respectively, upon the prod¬ 
ucts of the parties. 

On July 5, 1947, there became effective a new 

16 Federal trade-mark law known as the Act of 1946 
(IT. S. Code Title 15, paragraph 1051 et seq). The 

Act of 1946 while purporting to repeal prior Federal 
trade-mark acts, nevertheless contained a plurality of 
saving clauses which preserve the rights of trade-mark 
applicants and registrants who had sought registration 
under the prior trade-mark acts. 

On October 12, 1948, the Court of Appeals, District of 
Columbia, rendered a strong decision in the case of Bar- 
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’ ron-Gray v. Elingsland, 171 Fed. 2iid 576; 79 USPQ 100. 

, In this decision the Court of Appeals followed prior de¬ 
cisions of its own, and of the Supreme Court of the 
' United States, and categorically held that the Commis¬ 
sioner of Patents is a proper and indispensable party in 
' a suit such as the instant one brought under the provi¬ 
sions of E. S. 4915 and that the opposing party in the 
opposition proceedings was not an indispensable party 
(although if voluntarily appearing could be considered a 
proper party). The Supreme Court of the United States 
denied certiorari in this case on April 4, 1949, 336 U. S. 
944; 81 USPQ 573. 

Hien believing, and now asserting, that the decision of 
the Court of Appeals in Barron Gray v. Elingsland supra 
is controlling in the instant cause. Plaintiff filed its com¬ 
plaint on September 28, 1949. On October 11, 1949, De¬ 
fendant filed his answer. 

On November 30, 1949, the Court of Appeals, District 
of Columbia, handed down its decision in Cterdell Indus¬ 
tries V, Nancy Ann Story Book Dolls, Inc. v. Kingsland, 
supra, in reliance upon which Defendant’s Motion to Dis¬ 
miss has been filed. 

17 Patents v. Trade-Marks 

The determination of the inter-related questions 
of jurisdiction, and the substantial rights of the parties, 
requires consideration by this Court of a plurality of 
statutes and also of several leading decisions of the Su¬ 
preme Court of the United States. Such consideration 
can be simplified by a recognition of the basic differences 
between patent and trade-marks as well as by recognizing 
the limitations to the apparent similarity between them. 
Both are subject to the administrations of the Commis¬ 
sioner of Patents when applied for. A patent conveys 
a limited monopoly in the manufacture or use of an in¬ 
vention which the public did not previously possess. A 
trade-mark registration conveys Federal approval to a 
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symbol of origin upon which the pnblic may place con- 
tinning reliance in ordering and reordering the designated 
goods of the originator thereof. 

With reference to patents the Commissioner of Patents 
has but two basic functions and responsibilities. First, it 
is his duty to safeguard the interests of the public by 
refusing to grant improper or invalid patents. In this 
role the Commissioner is truly the guardian of the public 
interests. Secondly, when the Commissioner has deter¬ 
mined that two or more rival applicants for patent are 
each asserting claim to the same invention, and where the 
Commissioner has determined that the invention is pat¬ 
entable the Commissioner referees a proceeding to de¬ 
termine priority between the rival claimants. In 
18 these proceedings, called interference proceedings, 
the role of the Commissioner is purely that of an 
arbitrator or umpire. This double role played by the 
Commissioner of Patents is reflected in B. S. 4915 which 
provides a remedy by bill in equity by an aggrieved ap¬ 
plicant or by a dissatisfied party to an interference. This 
statute permits the aggrieved applicant to sue the Com¬ 
missioner of Patents to obtain an appellate review of the 
Commissioner’s administrative acts as guardian of the 
public interests. In interference proceedings an appellate 
review is open to the aggrieved interfering party who 
may bring a suit in equity but must name his successful 
opponent as defendant He may not name the Commis¬ 
sioner of Patents as defendant since the Commissioner 
is a mere arbitrator of priority. 

With respect to trade-marks, the duties of the Commis¬ 
sioner of Patents are likewise dual and fall into the same 
two categories, either of guardian of the public interest 
or arbitrator in a priority dispute. However, the proceed¬ 
ings in which the Commissioner may exercise one or the 
other of his duties, in trade-mark matters, are neither 
so simple nor easily defined as in patent matters. Con¬ 
sidering the rights provided by the Trade-Mark Act of 
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1905, Tuider which this plaintiff seeks trade-mark registra¬ 
tion, the Commissioner is responsible for fonr different 
types of proceedings. 

The first type of proceeding relative to trade-marks, 
wherein the Commissioner acts, is the determination of 
the right to obtain a registration based npon a par- 

19 ticnlar trade-mark application. In this type of 
proceeding, the Commissioner fimctions as gnardian 

of the public interests in a manner quite analogous to his 
functions relative to patent applications and the granting 
of patents. The second type of proceeding is a trade-mark 
interference where, analogous to patent interferences, the 
Commissioner has found that two or more rival claimants 
for the same trade-mark must go through an interference 
proceeding to determine which claimant was the prior 
adoptor of the particular mark. In this type of proceed¬ 
ing, again analogous to patent interferences, the Commis¬ 
sioner’s role is that of an arbitrator or umpire and the 
issues involved are solely directed to priority. 

The third type of proceeding finds no counterpart in 
patent practice. When a trade-mark application has been 
found generally acceptable by the Commissioner of Pat¬ 
ents, the application is laid open to opposition by any 
member of the public who might deem himself injured 
The preliminary requisite for tiie filing of such an oppo¬ 
sition (provided for by Title 15 Sec. 86 USCA) is an alle¬ 
gation of injury or damage to the opposer but the essen¬ 
tial point adjudicated in the opposition is possible con¬ 
fusion or infwry to the ptiblic. The Commissioner is not 
bound by the allegations in the opposition proceeding or 
the issues raised therein (Englander v. Continental 95 
Fed. 2nd 320). Consequently, the Commissioner, in dis¬ 
posing of opposition matters, functions in his role of 
guardian of the public interests. 

The fourth type of trade-mark proceeding like- 

20 wise finds no counterpart in patent procedure. This 
is the provision for instituting cancellation proceed- 
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ings of a previously registered trade-mark. Here, too, a 
preliminary allegation of damage must be made by the 
petitioner, bnt the essential matter adjudicated in the 
proceeding is injury to the public interest arising out of 
improper registration. The Commissioner in adjudicat¬ 
ing cancellation proceedings functions in his role of 
guardian of the public interest. 

By way of summary, the Commissioner of Patents, in 
trade-mark proceedings functions as guardian of the pub¬ 
lic interests in determining the rights of a given trade¬ 
mark applicant to obtain registration, in determining the 
rights of a trade-mark applicant to obtain registration in 
the face of an opposition, and in determining the rights 
of a trade-mark registrant to retain his registration in 
the face of a cancellation proceeding. Only in trade-mark 
interferences does the Commissioner of Patents function 
as a mere arbitrator or referee of a priority dispute. The 
significance of the dijfferences discussed just above will be 
apparent from the following discussion of the pertinent 
statutes, from which the conclusion is inescapable that 
Congress has long intended that, when the Commissioner 
of Patents has acted in his role of guardian of the public 
interest (in either a trade-mark or patent proceeding), 
the aggrieved applicants have relief by suit under B. S. 
4915 directed against the Commissioner of Patents as 
sole indispensable party defendant. 

21 Statutes 

B. S. 4915 was initially an additional and final 
remedy by way of appeal. It has become an optional 
remedy granted to one who does not elect to proceed 
under B. S. 4911 (USC Tide 35 Sec. 59a). 

An analysis of B. S. 4911 will reveal that it provides 
for a direct appeal to the XT. S. Court of Customs and 
Patent Appeals by an applicant for patent who was dis¬ 
satisfied with the decision of the Commissioner refusing 
to grant a patent, i.e. an applicant who is dissatisfied with 
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the exercise of the Conmiissioner’s function as guardian 
' of the public interest; the statute also provides for a 
' direct appeal by the dissatisfied party to a patent inter- 
' ference, Le. a party who is dissatisfied with the Commis* 
' sioner’s arbitration of the question of priority. 

Analysis of B. S. 4915 will make it quite clear that this 
' statute is directed toward patent matters, not trade-marks, 
and that it contemplates a bill in equity against the Com¬ 
missioner of Patents where the Plaintiff is a dissatisfied 
applicant for patent, or a bill in equity against the suc¬ 
cessful interfering party by the dissatisfied party to a 
patent interference. The Commissioner is defendant in 
' the suit in equity where the patent applicant is dissatis¬ 
fied with the Commissioner’s exercise of his functions as 
guardian of the public interests. The Commissioner is 
' not the defendant in a bill in equity in a patent inter- 
' ference matter since the Commissioner has merely func¬ 
tioned as an arbitrator or umpire and has not func- 
22 tioned as guardian of the public interest. In in¬ 
terference proceedings, the sole issue is priority and 
that issue can only be adjudicated between the interfer¬ 
ing parties. 

Under the Trade-Mark Act of 1905, there is no coun¬ 
terpart of B. S. 4915 pertinent to trade-marks. There is 
a section of the Statute, Section 9 (USC Title 15, Section 
89) which is a counterpart of Patent Statute B. S. 4911. 
This Section 9 of the Trade-Mark Act of 1905 provides 
for direct appeal to the United States Court of Customs 
and Patent Appeals by any one of four defined appellants. 
These appellants are defined in the following language: 

“If an applicant for registration of a trade-mark, or 
a party to an interference as to a trade-mark, or a party 
who has filed opposition to the registration of a trade¬ 
mark, or a party to an application for the concellation of 
the registration of a trade-mark, is dissatisfied with the 
decision of the Commissioner of Patents, * * 

It is significant to note that the first class is “an appli- 
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cant for registration”, Le. <my apyUccmt involved in any 
tyge of proceeding with relation to a trade-marh. The 
second class is “a party to an interference”, Le. any party, 
applicant or registrant, whose case has been determined 
registrable but is faced with establishing priority as 
against a rival claimant. (It may be interjected at this 
point that the foregoing two types find their exact coun¬ 
terpart in the types of appellant contemplated with rela¬ 
tion to patents under both B. S. 4915 and B. S. 4911) 
The third class is **a party who has filed opposition to 
the registration of a trade-mark”. It wiQ be noted that 
this definition excludes the applicant for registrar 
23 tion and contemplates only the opposer who may be 
a trade-mark applicant, registrant or mere member 
of the public. The fourth type is “party to an applica¬ 
tion for the cancellation of the registration of a trade¬ 
mark”. It will be noted that this language is broad enough 
to cover either the Petitioner for cancellation or the regis¬ 
trant whose trade-mark registration is attacked- This 
language is necessary because the Petitioner may or may 
not be an applicant for registration while the Bespondent 
is not an applicant but is a registrant. As a registrant 
his rights of appeal would not be covered under the first 
defined class of “applicants” set forth in the statute. 

The only other portion of the trade-mark Act of 1905 
which requires careful consideration is the portion known 
as Section 5 (USC Title 15 Sec. 85) wherein certain limi¬ 
tations are imposed upon the Commissioner in the grant¬ 
ing of trade-mark registrations. The significant portion, 
pertinent in the present cause, reads as follows: 

“That trade-marks which are identical with a regis¬ 
tered or known trade-mark owned or in use by another 
and appropriated to merchandise of the same descriptive 
properties, or which so nearly resemble a registered or 
known trade-mark owned and in use by another and ap¬ 
propriated to merchandise of the same descriptive prop¬ 
erties as to be likely to cause confusion or mistake in the 
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' mind of the pnhlic or to deceive purchasers shall not be 
registered.’* 

It is upon this portion of Sec. 5 of the Act of 1905 
that the Commissioner, in the exercise of his role as 
guardian of the public interest, has ruled that plaintiff 
' is not entitled to its trade-mark registration. 

24 There being no counterpart in the trade-mark 
statutes of B. S. 4915, the applicability of that stat¬ 
ute rests upon judicial interpretation, which interpreta¬ 
tion will be discussed later in this brief in connection 
with certain leading decisions of the Supreme Court of 
' the United States which also lead inescapably to the 
conclusion that relief by bill in equity, brought against 
' the Commissioner of Patents as indispensable defendant, 

' is available to any trade-mark applicant who is dissatis- 
' hed with the acts of the Commissioner in his role of 
guardian of the public interest. 

Determination of the instant motion will require con¬ 
sideration of certain parts of the Trade-Mark Act of 1946. 

' This act, which admittedly accomplished a qualified re¬ 
peal of the trade-mark Act of 1905, nevertheless did not 
repeal rights which plaintiff had and has to bring the 
present suit. Four sections of the Act of 1946 require 
consideration. 

Section 21 (U. S. C. Title 15 Sec. 1071) is a section 
of the Act of 1946 which replaces the antecedent Section 
9 of the Act of 1905. There is a general similarity be¬ 
tween the two sections but there are marked differences. 
' The definitions of the types of parties to whom appellate 
review is extended have been changed and broadened. The 
first definition ‘‘applicant for registration” is substan- 
, tially the same as in the older act. The second definition 
I as to a party to an interference is substantially the same. 
The third definition has been broadened to cover any 
party to an opposition proceeding rather than mere- 
I 25 ly the opposing party. The fourth definition has 
't^n changed to any party to a cancellation pro- 
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ceeding. However, there have been added, as possible ap¬ 
pellants, two other categories, neither of which found its 
counterpart in Section 9 of the Act of 1905 but neither i 

of these two additional appellants is pertinent to the ' 

present suit There has been added further in Section 21 I 

of the Act of 1946, a provision that the Oonunissioner of ' 

Patents shall not be a necessary party to an ‘‘inter partes^' i 

proceeding under Section 63 of Title 35 (B. S. 4915) but | 

shall have the right to intervene. 

The three other sections of the trade-mark act of 1946 
requiring consideration are, respectively ; j 

(1) Section 46a (U. S. C. Title 15,1051 footnote) which 
provides as follows: 

“This Act shall be in force and take effect one year 
from its enactment, but except as otherwise herein spe~ | 
dficaUy provided shaU not effect any suit, proceeding, or 
appeal then pending. All Acts and parts of Acts inconsis¬ 
tent herewith are hereby repealed effective one year from 
the enactment hereof, including the following Acts insofar | 
as they are inconsistent herewith * * *; the Act of Feb¬ 
ruary 20, 1905 • • • provided. That this repeal shall not 
affect the validity of registrations granted or applied for 
under any of said Acts prior to the effective date of this j 
Act, or rights or remedies thereunder except as provided 
in sections 8,12,14,15 and 47 of this Act; • • •»» (Under- | 
scoring added for emphasis.) 

(Note that section 21 is significantly omitted from ex¬ 
cepted sections.) 

(2) Section 47a of the Act of 1946 (U. S. C. Title 15 
Section 1051, footnote) reads as follows: 

“All applications for registration pending in the Pat- j 
ent Office at the effective date of this Act may be amended, | 
if practicable, to bring them xmder the provisions of this I 
Act. 

26 The prosecution of such applications so amended I 
and the grant of registrations thereon shall be pro- ' 
ceeded with in accordance with the provisions of this Act | 
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' If such amendments are not made, the prosecution of said 
‘ applications shall be proceeded with and registrations 
' thereon granted in accordance unth the Acts under which 
said applications were fled, and said Acts are hereby con- 
twmed in force to this extent and for this purpose Ofdy, 
' notvnthstanding the foregoing general repeal thereof/* 
(Underscoring added for emphasis) 

(3) Section 49 of the Act of 1946 (15 U. S. C. Section 
1051, footnote) provides as follows: 

“Nothing herein shall adversely affect the rights or the 
enforcement of rights in marks acquired in good faith 
prior to the effective date of this act” 

Legal Authorities 
Supreme Court Cases 

As has been stated earlier in this brief, there is no 
trade-mark counterpart of B. S. 4915. The Courts, in¬ 
cluding the Court of Appeals of the District of Columbia, 
have repeatedly held that the remedy provided by E. S. 
4915 for patent cases is available to dissatisfied parties 
in trade-mark cases. These holdings have received sanc¬ 
tion from the Supreme Court of the United States in sev¬ 
eral leading decisions. American Steel Foundries v. Bob- 
ertson 262 US 209, 43 Sup. Ct Eep. 541; Baldwin Co. v. 
B. S. Howard Co., 256 US 35, 39, 41 Sup. Ct. Bep. 405; 
and United States ex reL Baldwin v. Bobertson 265 US 168. 

In the case of Baldwin Co. v. Bobertson, 265 US 168, 
the Supreme Court construed Section 9 of the Act of 1905 
and stated as follows: 

27 “We have in the cases cited given the closing 
words of Section 9 liberal construction in the view 
that Congress intended by them to give every remedy in 
respect to trade-marks that is afforded in proceedings as 
to patents, and have held that xmder them a bill in equity 
is afforded to a defeated applicant for trade-mark regis¬ 
tration just as to a defeated application for a patent It 
is not undue expansion of that construction to hold that 
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the final words were intend to furnish a remedy in 
equity against the Commissioner in every case in which 
by Sec. 9 an appeal first lies to the Court of Appeals. 
This necessarily would give to one defeated by the Com¬ 
missioner as a party to an application for the cancella^ 
tion of a registration for trade-mark, a right to resort 
to an independent bill in equity against the Commissioner 
to prevent cancellation.’ * (pagesl79-180) 

The Court further said: 

**The applicants in Sec. 9 were of four kinds and to 
each of them were intended to be accorded the same re¬ 
sort to the Court of Appeals and the same remedy in 
equity as to the applicants for a patent in Sec. 4915.’^ 
(page 180) 

It is significant in the foregoing quotations that the 
Supreme Court extended the remedies afforded by Sec. 9 
of the Act of 1905 to amy trade-mark applicant. It is even 
more important to note that in granting the remedy of 
bill in equity, the Court categorically stated that this 
remedy included the right to sve the Commissioner as de¬ 
fendant. In other words where the Commissioner has 
functioned in his capacity as guardian of the public in¬ 
terest the aggrieved trade-mark applicant may sue the 
Commissioner under the provisions of B. S. 4915. 

Court of Appeals, 

District of Columbia Decisior^ 

The relief by bill in equity accorded to a dissatisfied 
applicant for trade-mark registration and the right 
28 to sue the Commissioner of Patents as defendant 
in a suit brought under B. S. 4915 was repeatedly 
recognized by the Court of Appeals of the District of Co¬ 
lumbia. Two of its more recent and leading decisions are 
Tomlinson of Highpoint v. Coe 74 App. D. C. 364, 51 
TJSPQ 249 and Barron-Gray Packing Co. v. Eangsland 
Commissioner of Patents 79 TJSPQ 100. In the latter 
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case the Court quoted with approval its earlier holding 
in the Tomlinson decision and said: 

“The proceeding by bill in equity under Section 4915, 
E. S., is ‘a part of the application for the patent, or for 
registration of the trade-mark. Accordingly, in the pres¬ 
ent case, appellant seeks relief which is properly sought 
xmder the provisions of Section 4915, E. S., Le. a decree 
authorizing and directing the Commissioner of Patents to 
register its trade mark. Both the public interest and the 
necessities of the case require that the Commissioner made 
a party when the issue to he determined is whether such 
relief shall be granted. The opposer coM not act to 
carry out a decree grantiny such relief; and such relief 
should not be granted without opportunity for the Com¬ 
missioner to present countervailing evidence; hence, the 
public interest cannot properly he served without the 
participation of the Commissioner,** (Underscoring rej)- 
resents italics in original decision) 

Eecognizing that the Supreme Court of the U. S. denied 
certiorari in the Barron-Gray v. Kingsland case, plaintift 
herein filed its bill in equity under E. S. 4915 and named 
the Commissioner of Patents as defendant in accordance 
with a line of authorities which overwhelmingly sup¬ 
ported plaintiff’s right to do so, and for the express pur¬ 
pose of obtaining a decree, binding on the Commissioner 
of Patents, which “the opposer could not act to carry 
out” (Barron-Gray v. Kingsland, supra). 

.29 Gardell Industries v. Namcy Arm 

Story Booh DoUs, Inc. v. Kingslcmd 

In this case the plaintiff Gardell Industries filed a bill 
under E. S. 4915 and named as defendants the opposer, a 
non-resident corporation, and the Commissioner of Pat¬ 
ents. The opposer refused to accept service and moved 
to dismiss for want of jurisdiction. The Commissioner of 
Patents moved to dismiss on the ground that he was not 
an indispensable party. District Court granted both mo« 
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tions to dismiss at a time when the Coml: of Appeals had 
not handed down its decision in Barron-Gray v. Blingsland. 
On November 30, 1949, the Court of Appeals D. C. ren¬ 
dered a decision sustaining the dismissal on the broad 
ground that the trade-mark Act of 1946 was applicable and 
specifically that Sec. 21 of that Act controlled the proceed¬ 
ings therein. The Court of Appeals construed Sec. 46a of 
the Act of 1946 as a repeal of the Act of 1905 and con¬ 
strued the suit before it as one initiated subsequent to the 
ejffective date of enactment of the Act of 1946. The de¬ 
cision of the Court of Appeals in this case failed to refer 
to Sec. 47a of the Act of 1946, failed to recognize the sig- 
fdficoMt omission of Sec. 21 m the proviso of Sec. 46a of the 
Act of 1946 and held, contrary to its own square holding 
in Barron-Gray v. E^gsland, that a proceeding by bill in 
equity under Sec. 4915 E. S. is not “a part of the applica¬ 
tion for the patent or registration of the trade-mark’’. 
The Court of Appeals also held contrary to a similar cate¬ 
gorical holding of the Supreme Court of the U. S. 
30 In American Steel Foundries v. Robertson, 262 TJ. S. 

209, 213, the Supreme Court had held that a pro¬ 
ceeding under Sec. 4915, while not a technical appeal from 
the Patent Office, nor confined to the case as made in the 
record of the office, is prepared and heard upon all com¬ 
petent evidence adduced and upon the whole merits, and 
*Hhe proceeding is m fact amd necessmidy a part of the 
application*^ 

There is a significant difference between the facts in the 
present suit and those which existed in the Gardell v. 
Nancy Ann Story Book Dolls, Inc. v. Kingsland suit In 
that case there was an issue of priority which may have 
justified the Court of Appeals in deciding that Nancy 
Ann Story Book Dolls as opposer was also an interfering 
party and therefore an indispensable defendant In the 
present case no issue of priority exists. The sole issue is 
whether or not the Commissioner has correctly exercised 
his duties as guardian of the public interest As such, the 
Commissioner is the sole indispensable party defendant. 
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Lanolm PltLS Cosmetics Inc, 

V, Botany Mills Inc. 

Two weeks prior to the time that the Court of Appeals 
of the District of Columbia handed down its decision in 
the Garden case the Third Circuit Court of Appeals handed 
down a decision in Lanolin Plus Cosmetics Inc. v. Botany- 
Mills Inc., decided November 18, 1949, 83 USPQ 364. In 
the Lanolin case, as in the present suit, the dissatisfied 
applicant sought relief under B. S. 4915. The applicant 
filed two suits, one in the District of Columbia 
31 wherein he joined the successful opposer and the 
Commissioner of Patents as defendants. That suit 
was met with a motion to quash brought by the successful 
opposer, a non-resident of the District of Columbia, and a 
motion to dismiss brought by the Commissioner of Patents 
on the ground that he was not a necessary or indispensable 
party. The District Court granted both motions and 
appeal was taken to the Court of Appeals of the District 
of Columbia. A few after filing the suit in the District of 
Columbia the dissatisfied applicant also filed suit in the 
District Court in New Jersey naming as sole defendant 
the successful opposer. The opposer moved to dismiss 
on the ground that the Commissioner of Patents was an 
indispensable party and that the suit could not be brought 
in New Jersey, in the absence of the indispensable de¬ 
fendant. The District Court dismissed the bill and, on 
api)eal, the Court of Appeals, Third Circuit, sustained the 
dismissal relying upon an earlier decision of Drackett Co. 
V. Chamberlin Co., 81 Fed. 2nd 866, 28 USPQ 256. The 
decision of the Court of Appeals, Third Circuit, clearly 
points out the differences in situations involving the right 
of relief accorded to a dissatisfied applicant (in a situa¬ 
tion wherein the Commissioner has acted in his capacity 
as guardian of the public interest) and the right to relief 
accorded to a dissatisfied interfering party’ (wherein the 
Commissioner has merely acted as an arbitrator of the 
priority dispute). The Court of Appeals, Third Circuit, 
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squarely held that Sec. 21 of the Act of 1946 was inappli¬ 
cable in that suit 

82 It is evident that there is a conflict between the 
decisions of the Court of Appeals D. C. in the Gar- 
dell V. Nancy Ann Story Book v. Kingsland case and in 
the decision of the Court of Appeals, Third Circuit, in the 
Lanolin v. Botany Mills case. The Lanolin v. Botany Mills 
case is in harmony with the earlier decisions of the Court 
of Appeals D. C. and with the leading decisions of the 
Supreme Court of the United States. The decision of the 
Court of Appeals D. C. in Gardell v. Nancy Ann Story 
Book is not in consonance with its earlier decisions in 
Barron-Gray v. Kingsland supra or Tomlinson of High- 
point V. Coe, sv/pra, nor with the decisions of the Supreme 
Court of the United States, specifically American Steel 
Foundries v. Bobertson supra, nor in U. S. ex rel Baldwin 
V. Robertson, and Baldwin v. Howard supra. 

It may be noted that, subsequent to the decision of the 
Court of Appeals, Third Circuit, in Lanolin v. Botany 
Mills, the appeal in the companion suit involving the mo¬ 
tions to dismiss granted by the District Court for the Dis¬ 
trict of Columbia in Lanolin v. Botany Mills v. Kingsland, 
came before the Court of Appeals, D. C., for decision but 
was remanded. In a per curiam order, 84 USPQ 65, 
it appears that the opposer Botany Mills having success¬ 
fully moved to quash, later moved for leave to enter an 
appearance and file an answer. The Commissioner of 
Patents, having successfully prosecuted a motion to dis¬ 
miss, moved to intervene. Both motions were granted by 
the Court of Appeals which remanded the cause to the 
District Court for trial on the merits against both de¬ 
fendants. Surely a plaintiff’s right to relief should 
33 not depend on the defendants’ willingness to be 
sued when convenient 

Plaintiff *s Points 

L Plaintiff who seeks trade-mark registration xmder 
the provisions of the Act of 1905 has all of the rights and 
remedies accorded by that Act 
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2. The Trade-Mark Act of 1946 does not apply to 
the present suit 

3. Plaintiff’s bill in equity is “part of the proceedings 
for registration” of plaintiff’s trade-mark and such pro¬ 
ceedings were initiated before the effective date of the 
Act of 1946. 

4. Plaintiff having taken no steps to amend or change 
its application in accordance with Section 47a of the 
Act of 1946 is entitled to every right and remedy available 
to plaintiff under the Trade-Mark Act of 1905. 

5. The opposition proceeding which involves plaintiff’s 
application for registration was initiated prior to the effec¬ 
tive date of the Act of 1946 and “was pending” within the 
meaning of Section 46a of the Act of 1946, prior to the 
effective date thereof. 

6. Plaintiff’s rights and remedies, preserved by the 
proviso in Section 46a of the Act of 1946, were not extin¬ 
guished or diminished by the enactment of the Act of 
1946 and specifically Section 21 of the Act of 1946 does 
not apply since it is signally omitted from the excepted 
sections in the proviso of Section 46a of that Act. The 

clear intention of Congress, as set forth in Sections 
34 46a, 47a, and 49 of the Trade-Mark Act of 1946, 

was to preserve every right and remedy available 
to a trade-mark applicant xmder those acts, including the 
Act of 1905, otherwise superseded by the Act of 1946. 

7. Prior to the enactment of the Act of 1946 an ap¬ 
plicant for trade-mark registration had a clear right to 
sue the Commissioner of Patents as defendant under the 
provisions of R. S. 4915 where the Commissioner was 
acting in his capacity of guardian of the public interest. 
Section 21 of the Act of 1946 does not extinguish that 
right and remedy. 

8. There is no issue of priority involved in the opposi¬ 
tion which gave rise to the present suit. The sole issue 
is one of registrability in accordance with Section 5 of 
the Trade-Mark Act of 1905. The Commissioner in de¬ 
ciding adversely to plaintiff primarily and exclusively 
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exercised his role of goardian of the public interest. The 
Commissioner is therefore the only indispensable party 
who might be sued. 

9. The District of Columbia is the only jurisdiction in 
which the Commissioner of Patents may be sued in his 
official capacity and the District Court for the District 
of Columbia therefore has jurisdiction of the present 
suit. A dissatisfied trade-mark applicant such as plain¬ 
tiff should not be subjected to the jurisdictional uncertain¬ 
ties which confronted the plaintiff in Lanolin v. Botany 
Mills. Nor, as confronted the plaintiff in that suit, should 

a dissatisfied trade-mark applicant be subject to 
35 the unpredictable desires of both the Commissioner 
of Patents and the opposer as to when, where and 
if a suit may be brought. 

10. As clearly recognized by the Court of Appeals, 
District of Columbia, (Tomlinson of High Point v. Coe 
and Barron-Gray v. Kingsland) the decree to which Plain¬ 
tiff is entitled is a decree binding upon the Commissioner 
of Patents, not a decree against an opposer whicffi “the 
opposer could not act to carry out'^ 

Wherefor it is respectfully prayed that the Motion to 
Dismiss be denied and that this case be ordered for trial 
on the merits. 

Respectfully, 

GOLD SEAL COMPANY, INC., Plaintiff 
By: /s/ Edward B. Beale 
Edward B. Beale 
Attorney 

• • • • 

41 Filed Mar 6 1950 Harry M. Hull, CJlerk 

Stipvlation 

It is stipulated by and between Counsel for Plaintiff 
and Counsel for Defendant that Plaintiff’s points and 
authorities in reply to Defendant’s motion to dismiss may 
be corrected in the following respects: 
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(1) By changing South Dakota to North Dakota in 
the caption in page 1 and in line 8 of page 2. 

(2) By sustituting revised page 12 for original page 
12 in its entirety. (Revision of this page has been made 
for the purpose of correcting typographical errors in the 
quoted part of Section 46(a), (U. S. C. Title 15,1051 foot¬ 
note)). 

(3) By correcting the citation of Baldwin v. Robert¬ 
son to 265 U. S. 168 where this citation appears in the 
fourth line from the bottom on page 13. 

(4) By substituting revised page 14 for original page 
14. (The revision of page 14 has been made in order to 
arrange the two quotations from Baldwin v. Robertson, 
265 U. S. 168, so that these quotations appear sequentially 

in exactly the order as they appear in the decision 
42 from which quoted. 

GOLD SEAL COMPANY, Plaintiff 
March 3,1950 By: /s/ Edward B. Beie, 

Edward B. Beale, 

Attorney for Plaintiff 
JOBGN^ A. MARZALL, Commissioner 
of Patents, Defendant 
March 3,1950 By: /s/ E. L. Reynolds, 

E. L. Reynolds, 

Solicitor, U. S. Patent 
Office 

Attorney for Defendant 
Stipulation Approved: March 6,1950 

/s/ Edward A. Tamm 
U. S. D. J. 

• • • • 

36 Filed Feb 24 1950 Harry M. Hull, Clerk 

Memorandum for Defendant on Motion to 

Dismiss 

The plaintiff in this action is an applicant for registra¬ 
tion of a trade-mark. As stated in paragraph 9 of the 
complaint, this mark was held registrable by the Patent 


29A 


Office and was published in the Official Gazette. There¬ 
upon registration of the mark was opposed by Lever 
Brothers Company on the ground that confusion was likely 
to occur between the said mark and certain registered 
marks owned by the opposer. The opposition was sus¬ 
tained by the examiner of interferences and his action was 
confirmed by the Commissioner, whereupon the present 
civil action was instituted by the plaintiff against the 
Commissioner of Patents alone. The pending motion to 
dismiss is based on the absence of Lever Brothers Com¬ 
pany, whicffi is an indispensable party. This action was 
conunenced on September 28, 1949—^long after 
37 the 1946 Trade-Mark Act had become effective. 

The present case appears to be squarely on all 
fours with Gardel Industries v. Kingsland, decided by 
the United States Court of Appeals for the District of 
Columbia Circuit on November 30,1949; (83 U. S. Patents 
Quarterly 440). There, as here an applicant for registra¬ 
tion, whose case had been successfully opposed in the 
Patent Office, brought an action under E. S. 4915 against 
the Commissioner of Patents alone. It was held both by 
this Court and the Appellate Court that the opposer in 
the Patent Office was a necessary party to the action, 
and the complaint was accordingly dismissed- It is sub¬ 
mitted that that decision is controlling here. 

The plaintiff seeks to differentiate the present case from 
the Gardel case on the ground that there was an issue of 
priority there, but not here. A careful study of the 
Gardel decision, however, fails to show that the fact that 
there was an issue of priority was considered to have 
any bearing on the conclusion reached by the Court. The 
holding was simply that ‘‘the opposer is a necessary party 
under the new act^^ and that holding was obviously based 
solely on the fact that he was an opposer, and not on the 
particular nature of the opposition. Moreover, since the 
ground of the present opposition was confuson of the 
opposer’s marks with that of the plaintiff, it is evident 
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that the basis on which the opposition was sns- 
3S tained was primarily damage to the opposer and 
that any consideration of public interest is second¬ 
ary. In a broad sense the public is always interested in 
the grant of a monopoly but this fact does not render the 
Commissioner an indispensable party in all proceedings 
involving patents and trade-marks. 

It is submitted that the Gardel case clearly holds that 
in any proceeding under K. S. 4915 arising out of an oppo¬ 
sition proceeding in the Patent Ofi&ce, the opposer is a 
necessary party. 

The greater part of the plaintiff ^s argument with respect 
to the Gardel case appears to be directed toward attempt¬ 
ing to show that it was incorrectly decided. It seems 
doubtful whether that contention can properly be enter¬ 
tained here. If the decision was wrong it should be over¬ 
ruled by the Court of Appeals rather than by this Court 
It is desired to point out, however, that every material 
argument made here by the appellant was made before, 
and presumably considered by the Court of Appeals, prior 
to its decision in the Gardel case. Thus the Barron-Gray 
decision, on which the plaintiff relies heavily was con¬ 
sidered and held not to apply to cases under the 1946 
Trade-Mark Act 

The plaintiff asserts that the Court of Appeals “failed 
to refer to Sec. 47a of the Act of 1946^’. This is true, 
but the supplemental brief filed by the appellant 
39 in that case, on pages 6 and 7, specifically called 
attention to the provisions of that section and 
argued that a bill in equity is “part of the prosecution 
of the applicationSimilarly the plaintiff alleges that 
the Court of Appeals “failed to recognize the significant 
omission of Sec. 21 in the proviso of Sec. 46a of the Act 
of 1946However, on page 7 of appellant’s supple¬ 
mental brief in the Gardel case it was argued that “If 
there be any doubts as to this point, the doubts would 
seem to be resolved by the significant omission of Section 
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21 of the Act of July 5,1946 in the list of excepted sections 
which appear in the proviso of section 46a of the Act of 
July 5, 1946”. It is thus evident that the argument relied 
on by the appellant were clearly before the Court of Ap¬ 
peals, and must be presumed to have been considered by 
it prior to its decision, even though they were not spe¬ 
cifically referred to therein. 

The Lanolin case, which is relied on by the plaintiff 
was decided in the Third Circuit and of course cannot be 
controlling here if it is in conflict with the Gardel case. 
Moreover, the Lanolin decision is based, primarily at least, 
on the fact that the opposition there involved was 
grounded on descriptiveness of the mark, which the Court 
held to be essentially a question of public interest 
40 Only. That is not true where, as here, the basis of 
the opposition is confusing similarity with regis¬ 
tered marks of the opposer. This distinction is clearly 
brought out by the fact that in Century Distilling Co. v. 
Continental DistiUing Co., 106 F. 2d 486, the same court 
which decided the Lanolin case held that the Commis¬ 
sioner of Patents was not a necessary party where the 
issue involved was confusing similarity of trade-marks. 
Since the issue involved in the present case is one of 
confusing similarity, it would appear that, even under 
the doctrine applied in the Third Circuit, the Commis¬ 
sioner would not be a necessary party. However, if there 
is a conflict between the decisions of the Court of Appeals 
of the Third Circuit and the Gardel decision of the Court 
of Appeals for the District of Columbia, the latter should, 
of course, be followed here. 

For the reasons given it is submitted that the motion 
to dismiss the complaint should be granted. 

Respectfully submitted, 

/s/ E. L. Reynolds 

Solicitor, U. S. Patent Office, 
Attorney for Defendant. 

• • • • 
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45 Filed Mar 27 1950 Harry M. Hnll, Clerk 

Order 

This action came on to be heard at this term on motion 
of defendant, John A. Marzall, Commissioner of Patents, 
to dismiss the complaint and thereupon, upon considera¬ 
tion thereof, it is this 27th day of March, 1950, OBDEEED 
that the Motion be and it is hereby granted and that the 
Complaint be and it is hereby dismissed. 

/s/ Bnmita Shelton Matthews 
Judge. 

• • • • 

47 Filed Apr 27 1950 Harry M. Hull, Clerk 

Notice of Appeal 

Notice is hereby given that Gold Seal Company, plain- 
tijOf in the above entitled cause, hereby appeals to the 
United States Court of Appeals for the District of Co¬ 
lumbia from the final order and judgment dismissing the 
complaint, for lack of jurisdiction, entered herein on 
March 27,1950. 

/s/ Edward B. Beale 
Edward B. Beale 
c/o Beale and Jones 
1411 Pennsylvania Ave., N. W. 
Washington 4, D. C. 
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Fob the Disteict op Columbia. Ciecuit 


No. 10,670 


Gold Seal Compai^y, AppeUarU, 
vs. 

John a. Maezall, Commissioner of Patents, Appdlee, 


Appeal from the United States District Court 
for the District of Columbia 


BRIEF FOB APPELLANT 

JURISDICTIONAL STATEMENT 

This appeal has been taken from an order of the Dis¬ 
trict Court of the United States for the District of Colum¬ 
bia granting a motion to dismiss Appellant’s complaint 
(Jt. App. 32A). 

Appellant’s complaint stated a civil cause of action 
based upon Section 63, Title 35, United States Code, Re¬ 
vised Statute 4915 and Section Title 15, United States 
Code, Section 9, Act of February 20, 1905, c. 592. (Jt 
App. 2A to 8A, inclusive). Appellee filed answer to the 
complaint (Jt. App. 8A and 9A) and subsequently filed 
the motion to dismiss (Jt App. lOA). 
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The dismissal of Appellant's complaint, heing a final 
decision {Safeway Stores, Inc. v. Coe, 78 US App. DC 19; 
136 F (2) 771), the jurisdiction of this Honorable Court 
rests on Section 1291, Title 28, United States Code, Public 
Law 72,81st Congress, Act of May 24,1949. 

STATEMENT OF CASE 

Appellant, through its predecessor, filed application for 
trade-mark registration on November 23, 1945. The ap¬ 
plication, given application serial number 492040, sought 
registration under the provisions of the Act of February 
20, 1905; Section 81, et s^.. Title 15, United States Code. 
By assignment executed May 5, 1947, duly recorded in 
the assignment records of the United States Patent Office, 
Appellant acquired title to the trade-mark application 
serial number 492040 and the trade-mark therein described 
(Jt. App. 4A and 9A). 

Appellant’s application for trade-mark waa duly pub¬ 
lished by the United States Patent Office and opposition 
proceedings were initiated by Lever Brothers Company, 
a corporation of the State of Maine, having a place of 
business in Cambridge, Massachusetts (Jt. App. 4A, 5A 
and 9A). The opposition proceeding was duly instituted 
by the Patent Office, and on June 15,1949 the Commissioner 
of Patents rendered a decision on this Appellant’s appeal* 
affirming a prior decision of the Examiner of Trade-mark 
Interferences sustaining the opposition, and holding that 
there is reasonable likelihood of confusion from the con¬ 
current use of the trade-marks involved on the products 


* Appellant’s appeal to the Commissioner of Patents filed No¬ 
vember 26. 1948 was accompanied by an Appeal Fee of $25.00. On 
February 7, 1949 on “Public Voucher for Refunds 16807 the Com¬ 
missioner of Patents refunded $10.00 with the following explana¬ 
tion: “This application is under the Act of 1905 and the fee for 
appeal to the Commissioner in such case is $15.00^” 
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of Appellant and the opposer aforesaid (Jt. App. 5A and 
9A). 

The Commissioner of Patents therenpon refusing, and 
since refusing, to grant Appellant its trade-mark registra¬ 
tion under the provisions of the Act of February 20,1905; 
Section 81, et seq., (and particularly Section 85) Title 15, 
United States Code, Appellant filed in the United States 
District Court for the District of Columbia a bill of com¬ 
plaint, as authorized and provided in such cases by Sec¬ 
tion 9, Act of February 20,1905; Section 89, Title 15, United 
States Code and Section 4915, Eevised Statute: Section 63, 
Title 35, United States Code. Appellant’s complaint was 
filed in the United States District Court for the District 
of Columbia on September 28, 1949, within less than six 
months after the decision of the Commissioner of Patents 
aforesaid, and Appellant had not filed any appeal to the 
United States Court of Customs and Patent Appeals (Jt. 
App. 2A, 6A and 9A). 

Appellant’s complaint named the Commissioner of Pat¬ 
ents as sole Defendant under a practice recognized and 
approved by the U. S. Court of Appeals for the District 
of Columbia Circuit as recently as October 12, 1948 in 
the case of Barroru-Gray v. Kingsland, 84 US App. DC 28; 
171 F (2) 576, certiorari denied April 4,1949, 336 US 944 
(Jt. App. IIA and 12A). 

On October 12,1949 the Appellee, Commissioner of Pat¬ 
ents, filed answer to Appellant’s complaint, admitting 
many of the allegations of the complaint, but denying 
others, more specifically denying the allegations of i)ara- 
graph 3 of the complaint, and asserting that an action 
under Section 4915 E. S., arising from an inter partes 
proceeding in the Patent Office, cannot properly be brought 
against the Commissioner of Patents alone (Jt. App. 8A). 
The jurisdiction of the District Court of the United States 
for the District of Columbia as to both the parties and 
the cause of action having been settled by the decision of 
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the United States Court of Appeals for the District of 
Columbia Circuit in its decision in BarrovtfGray v. Kvnigs- 
land, snpra, and issue having been joined by-the filing 
of Appellee’s answer, the parties waited trial on the 
merits. 

On November 30, 1949 the United States Court of Ap¬ 
peals for the District of Columbia Circuit rendered its 
decision in Gardell Industries v. Nancy Arm Story Boole 
Dolls, In>c., V. Kingsland, 85 US App. DC 414; 178 F (2) 
974. 

On the authority of this Court’s decision in Gardell v. 
Kmgsland, supra. Appellee on January 18, 1950, filed a 
motion to dismiss Appellant’s complaint (Jt App. lOA). 
On March 27, 1950, after argument by counsel for Appel¬ 
lant and Appellee, the United States District Court for 
the District of Columbia entered an order dismissing Ap¬ 
pellant’s complaint (Jt App. 32A). Due notice of appeal 
was taken by Appellant (Jt App. 32A). 

STATUTES INVOLVED 

The relevant parts of the following statutes are in¬ 
volved: 

Section 5, Act of February 20,1905; Section 85, Title 15, 
United States Code. 

Section 9, Act of February 20,1905; Section 89, Title 15, 
United States Code. 

. Revised StaitUe 4915; Section 63, Title 35, United States 
Code. 

Section 46(a), Act of July 5, 1946; ‘‘Note” xmder Sec¬ 
tion 1051, Title 15, United States Code. 

Section 47(a), Act of July 5,1946; “Note” under Section 
1051, Title 15, United States Code. 
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Section 49, Act of July 5, 1946; “Note^’ under Section 
1051, Title 15, United States Code. 

Section 21, Act of July 5, 1946; Section 1071, Title 15, 
United States Code. 

Section 14, Act of February 20, 1905, c. 592; Section 94, 
Title 15, United States Code. 

Section 31, Act of July 5, 1946; Section 1113, Title 15, 
United States Code. 

Section 15, Act of March 2, 1927, 44 Stat L. 1335. 

For the convenience of the Court these statutes are re¬ 
produced in Appellant’s Appendix A, attached to this 
brief. 


STATEMENT OF POINTS 

A plurality of questions are raised on this appeaL 

First Where an applicant for registration of trade¬ 
mark, then and now seeking registration under the provi¬ 
sions of the Act of February 20, 1905, has taken no steps 
to obtain the benefits of the Act of 1946, may he not invoke 
the remedies and relief accorded, by statute and court 
decision, to such applicants for registration under the 
Act of 1905? 

Second Notwithstanding the qualified repeal of the Act 
of February 20, 1905 by the Act of July 5, 1946, and the 
replacement of Section 9 of the former Act by Section 21 
of the latter, do not the savings clauses of Sections 46(a), 
47(a) and 49 of the Act of 1946 preserve this Appellant’s 
rights to such api)ellate remedies and relief as were fully 
recognized prior to the effective date of the Act of 1946? 

Third Does not the Congress, and more importantly, do 
not the Courts customarily protect the citizenry from 
^‘changing the rules in the middle of the game” by the 
enactment of savings clauses by the Congress and the zeal¬ 
ously liberal interpretation of such clauses by the Courts? 
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Fourth Is the Commissioner of Patents a proper and 
necessary defendant in the action nnder Bevised Statute 
4915 instituted in the District Court below, by this Appel¬ 
lant whose benefits and remedies are based exclusively on 
the Act of February 20,1905! 

Fifth Should not the Court take cognizance of the in¬ 
consistent actions of the Commissioner who ruled that Ap¬ 
pellant’s rights were controlled by the Act of February 20, 
1905 (when the case was before the Patent Office in 1948 
and 1949) but who contended that Appellant’s rights were 
controlled by the Act of July 5, 1946 (when the case was 
before the District Court in 1950)! 

Note: One question which is not raised for considera¬ 
tion on this appeal is the applicability of Section 21 of 
the Act of July 5, 1946 to controversies involving appli¬ 
cants who since July 5, 1947 have filed applications for 
trade-mark registration (or who have since taken affirma¬ 
tive steps by way of amendment as provided in Section 
47(a), Act of July 5, 1946) to obtain registration under 
the provisions of that Act As to such cases which involve 
a constantly increasing proportion, and eventually will in¬ 
volve 100%, of the trade-mark controversies, it is conceded 
that Section 21 of the Act of 1946 fully controls the rem¬ 
edy by way of appellate review of the Commissioner’s 
decisions. But the questions raised on this appeal are of 
great importance to the small and constantly dimiTiighiTig 
group of trade-mark applicants whose trade-mark rights 
were initiated and crystallized before the passage of the 
Act of 1946. 


SUMMARY OF ARGUMENT 

In the fall of 1945 this Appellant made application for 
trade-mark registration under the provisions of the Act 
of 1905. The prosecution of Appellant’s application pro¬ 
ceeded through the Patent Office to publication in March 
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1947, to the institution of an opposition proceeding by the 
Commissioner of Patents on June 1, 1947 and to the join¬ 
ing of issue in that proceeding by the filing of Appellant’s 
answer on July 1,1947. All of this prosecution antedated 
July 5, 1947, the date on which the Trade-mark Act of 
1946 became effective. 

On October 12, 1948 this Honorable Court in its decision 
in Barrom^Gray Packing Co. v. Kmgsland, restated with 
firmness and finality the position earlier taken by this 
Honorable Court in its opinion in TornXvnson of Highpoint 
V. Coe. Both decisions categorically held that relief under 
the provisions of R. S. 4915 were available to a dissatisfied 
applicant for registration under the Act of 1905 by suit 
in equity in the District Court for the District of Columbia 
against the Commissioner of Patents as sole necessary 
and indispensable defendant. Both decisions quoted, and 
followed, decisions of the U. S. Supreme Court which held 
that a biQ in equity was part of the prosecution of an 
application for patent or for registration of a trade-mark. 

In reliance upon this Court’s decision in those decided 
cases Appellant on September 28, 1949 filed suit under 
the provisions of R. S. 4915 in the United States District 
Court for the District of Columbia, naming the Commis¬ 
sioner of Patents as sole defendant. The complaint was 
from an adverse decision of the Commissioner of Patents 
rendered June 15, 1949, refusing Appellant registration 
because of the ‘‘confusion in trade clause of section 5 of 
the Trade-mark Act of 1905.” The Commissioner of Pat¬ 
ents promptly filed answer to Appellant’s complaint 

On November 30, 1949 this Honorable Court handed 
down its decision in Gardell Industries v. Nancy Ann Story 
Book DoUs V. Kingsland, (85 U. S. App. DC 414; 178 Fed. 
2d 974) a decision which in effect held that Section 21 of 
the Act of 1946 was controlling in all R. S. 4915 suits 
brought after the effective date of that Act The decision 
also held that the savings clauses 46(a) and 47(a) of the 
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Act of 1846 did not preserve the right of an applicant, 
snch as this Appellant, to seek relief nnder E. S. 4915 
under the practice previously recognized as a matter of 
right possessed by applicfints for registration under the 
Act of 1905. 

The Commissioner of Patents, after this Court’s decision 
in Gardell v. Kvngsland, moved to dismiss Appellant’s com¬ 
plaint and the motion was granted by the District Court 
below. From that dismissal of its complaint Appellant 
has taken the instant appeaL 

This Honorable Court’s decision in GardeU v. Kvngsland 
is in conjflict with the decision of the United States Court 
of Appeals, Third Circuit, in Lcmolin Plus Cosmetics, Inc,, 
V. Botcuny Mills, rendered November 18, 1949. (177 Fed. 
2d 757) 

The position taken by the Commissioner of Patents, al¬ 
though supported by this Court’s decision in Ckcrdell v. 
Kvngsland, is inconsistent with the position taken by the 
Commissioner of Patents during the prosecution of this 
Appellant’s application for trade-mark subsequent to July 
1, 1947, and more particularly subsequent to July 5, 1947, 
when the Act of 1946 became effective. The Commissioner 
of Patents refunded part of the appeal fee paid by Appel¬ 
lant to the Commissioner of Patents, before the Patent 
Office, with advice that ‘‘This application is under the Act 
of 1905, and the fee for appeal to the Commissioner in sudi 
case is $15.00.” Such action by the Commissioner of Pat¬ 
ents during the prosecution of this Appellant’s application 
before the Patent Office followed, and was supported by, 
an opinion of the Comptroller General of the United 
States. 

The interpretation placed upon Section 21 of the Act of 
1946 by the Commissioner of Patents is inconsistent with 
his interpretation in other controversies arising within 
the Patent Office subsequent to July 5,1947. Such contro- 
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versies are represented by the Commissioner's decisions 
in the cases of Levich v. Arnspacher and Andersen Corpo¬ 
ration V. the Cashey-Dupree Mfg. Co, 

The interpretation of the savings clauses in Sections 
46(a) and 47(a) of the Act of 1946, by this Honorable 
Court in Gardell v. KingsUmd, and by the Commissioner 
of Patents in his motion to dismiss in the instant case can¬ 
not be reconciled with decisions of this Court and of other 
courts in a closely analogous historical situation. "When 
Congress quite drastically amended the statutes controlling 
appellate procedure in patent cases in March, 1927, Section 
15 of the Amending Act defmed a savings clause which was 
even more specific than the savings clauses embraced in 
Sections 46(a) and 47(a) of the Act of 1946. The savings 
clause of Section 15 of the Act of March 2,1927 was con¬ 
strued to perpetuate, in fact require compliance with, the 
appellate procedure of the then repealed old statutes. The 
decisions of this Court are quoted with approval and 
followed by the Circuit Court of Appeals for the Second 
Circuit in McKesson Bobbins, Inc. v. Charles H. Phillips 
Chemical Company, 53 F (2) 342. In that case the Honor¬ 
able Augustus N. Hand, speaking for the Court, said “The 
whole tenor of the savings clause is to preserve existing 
remedies in all pending proceedings, • • •>» 

The judicial interpretations of the savings clause of 
Section 15 of the Amending Act of March 2, 1927 provide 
strongly persuasive bases for the same interpretation of 
Section 47(a) of the Trade-mark Act of 1946. The last 
sentence of Section 47(a) of the Trade-mark Act of 1946 
expresses a mandate by Congress that “7/ svch amend¬ 
ments are not made, the prosecution of said applications 
shall be proceeded with and registrations thereon granted 
in accordance with the Acts under which said applications 
were filed, and said Acts are hereby continued in force to 
this extent and for this purpose only, noticithstanding the 
foregoing general repeal thereof.” 
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In the foregoing quotation it is believed that the word 
“shall” is mandatory and that the expression “proceeded 
with” denotes future proceedings as well as then present 
proceedings. 

ARGUMENT 

This Appellant stands before the Honorable Court of 
Appeals in the unenviable position of an applicant for 
trade-mark registration who seeks registration under a law 
which has been drastically changed. Appellant’s position 
is unenviable because fundamental changes invariably seem 
to be followed by administrative uncertainty and conflict¬ 
ing interpretations of the new laws. 

In the fall of 1945 Appellant filed an application for 
trade-mark registration in reliance upon the Act of Feb¬ 
ruary 20,1905. That law, although several times amended 
by the Congress, had remained fundamentally unchanged 
over a 40-year period. During the 40-year span from 1905 
xmtil 1945 there were two periods of uncertainty somewhat 
analogous to the present situation; first, during the years 
immediately following the enactment of the Act of 1905, 
and second, a period drca 1929 when the appellate proce¬ 
dure within the Patent Office, and to the courts, was modi¬ 
fied by Congress. But as the result of many decisions of 
the courts and decisions within the Patent Office, the rights 
and remedies of a trade-mark applicant, such as Appellant, 
were largely crystallized by 1945. In fact, the remedy 
which Appellant here seeks before this Honorable Court 
was crystallized within this jurisdiction by two clear and 
firm decisions of this Honorable Court The decisions were 
in the cases of Tomlinson of Highpoini v. Coe, 74 US App. 
DC 364; 123 F (2) 65, and Barron-Gray Packing Co, v. 
Kingsland, 84 US App. DC 28; 171 F (2) 576, rendered 
October 27, 1941 and October 12, 1948, respectively. The 
Supreme Court of the United States refused certiorari in 
the Barron-Gray v. KingsUmd case during the spring of 


1949. These decisions clearly held that an applicant who 
sought registration under the provisions of the Trade¬ 
mark Act of 1905 had the remedy provided by B. S. 4915 
of Bill in Equity in the United States District Court for 
the District of Columbia. Further, the cases held that in 
such action the Commissioner of Patents was a necessary, 
in fact indispensible, party and that the opposer was not 
a necessary party, although a proper one if he elected to 
intervene. 

Following the filing of Appellant's application for trade¬ 
mark registration in the fall of 1945, Appellant's applica¬ 
tion was prosecuted before the Patent Office, in due course 
until March 1947. At this time in accordance with the 
provisions of the Act of 1905 and the Buies of Practice ! 
of the Patent Office relating to trade-marks. Appellant's 
application was duly published in the Official Oazette of 
the United States Patent Office. On April 24, 1947, just , 
within the 30-day period permitted for such opposition, 
an opposer. Lever Brothers Company, a corporation of ! 
the State of Maine, filed notice of opposition against I 
Appellant's application for registration. The opposition | 
was duly instituted by the Patent Office on June 1, 1947, j 
and on July 1, 1947 Appellant filed answer to the notice 
of opposition in accordance wi^ the practice in such | 
cases. 

On July 5, 1947, while the aforesaid opposition was 
pending, a new trade-mark law, titled the Act of July | 

5,1946 (Section 1051 et seq.. Title 15, United States Code) i 

became effective. This Act made extensive changes in I 
the procedural and substantive rights and remedies per- | 
taining to federal trade-marks. Section 46(a) of the new 
Act (Appellant's Appendix A, page 1) repealed prior j 
trade-mark acts, including the Act of February 20, 1905, j 
but conditioned upon a savings clause which Appellant i 
believes to be of fundamental importance in this case. I 
The new Act also contained a provision in Section 47(a) 
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(Appellant’s Appendix A, page 31) which gives an appli¬ 
cant, snch as Appellant, the right to amend the applica¬ 
tion to bring it nnder the provisions of the Act of 1946. 
This right is optional with the applicant and if he elects 
not to hie snch amendment **the proseention of said ap¬ 
plications shall be proceeded with and registration thereon 
granted in accordance with the Acts nnder which said 
applications were filed.” The former Acts, snch as the 
Act of 1905, were continued in force for this purpose, 
notwithstanding the foregoing general repeal of the Acts. 

Appellant took no steps to amend its application before 
the Patent Office and proceeded with the prosecution in 
accordance with the Act under which the application was 
filed. 

In support of its belief that the proceedings in appli¬ 
cant’s case were in fact governed entirely by the Act of 
1905, Appellant derived no small support from the fact 
that when Appellant filed its appeal to the Commissioner 
of Patents from the adverse decision of the Trade-mark 
Examiner of Interferences, the appeal was accompanied 
by a $25.00 appeal fee. (Note: Section 31 Act of 1946, 
Section 1113 Title 15, United States Code. See Appel¬ 
lant’s Appendb: A). Ten dollars of this fee were refunded 
to Appellant by the Commissioner with a voucher which 
advised Appellant that ^^This application is under the Act 
of 1905, and the fee for appeal to the Commissioner in 
such case is $15.00.” (Note: Section 14 Act of 1905, 
Section 94 Title 15, United States Code. See Appellant’s 
Appendix A). 

The action of the Commissioner in making the partial 
refund of the appeal fee was in compliance with an opin¬ 
ion of the Comptroller G^eral of the United States. This 
opinion, dated September 9, 1947, is apparently nowhere 
reported save in the Official Gazette of the Patent Office 
(603 0. G. 21) and in United States Patents Quarterly 
(74 USPQ 344). In that opinion the Comptroller General 
said: 


However, since section 47(a) of the act provides that I 
applications which have not been amended to bring I 
them nnder the provisions of the new act shall be pro¬ 
ceeded with and registrations thereon granted in 
accordance with the acts nnder which said applica¬ 
tions were filed, it reasonably may be conclude that 
such provision contemplates the filing of oppositions 
or appeals and the payment of fees therefor as pro¬ 
vided for in the old law. Moreover, the words ‘‘prose¬ 
cution of said applications’^ clearly would include the 
filing of an app^ by an applicant, and there is not * 
perceived any logical basis for differentiating be¬ 
tween the filing of such appeal by an applicant and j 
the filing of an opposition or app^ by an opposing 
party within the meaning of that part of the statute 
authorizing the proceeding with applications under ■ 
the old law, if such applications have not been | 
amended to bring them under the provisions of the ; 
new act. 

Accordingly, you are advised that the fees to be 
collected in proceedings on unamended applications I 
under the circumstances indicated in the question I 
submitted in your letter are the fees specified in the 
old law. 

But the refunding of the appeal fee to Appellant in 
this case was not an isolated situation. Other parties j 
presented questions which required interpretation of the j 
Act of 1946 and the savings clauses therein. The Com- j 
missioner of Patents in two such situations rendered de¬ 
cisions which dearly perpetuated the provisions of the * 
old trade-mark laws, notwithstanding the “foregoing ! 
general repeal thereof” by the Act of 1946. These de- j ' 
cisions are apparently nowhere reported except in The j 
United States Patents Quarterly. They are the decisions j 
in the following cases: I 

Levich v. Amspacher, 76 TJ8PQ 194. In this case | 
an application for registration xmder the Act of 1905 I 
was published for opposition on October 7,1947 (^ter i 
the effective date of the Act of 1946). Section 6 of 
the Act^f 1905 (Section 86, Title 15, United States * 
Code; mthorized a 30-day opposition period and did I 
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not give the Commissioner of Patents any anthority 
to extend the i)eriod. In this case an opposer peti- 
I tioned the Commissioner to institute opposition pro¬ 
ceedings under the provisions of Section 13 of the 
Act of 1946 (Section 1063, Title 15, United States 
i Code). The Commissioner held that Section 13 of 
the Act of 1946 “cannot apply to an application for 
registration prosecuted under the Trade Mark Act of 
1905”. In denymg the petition and refusing to in¬ 
stitute the opposition under the provisions of the Act 
of 1946 the Commissioner relied on Section 47(a) of 
the Act of 1946 and the Opinion of the Comptroller 
General of the United States, supra. 

Andersen Corporation v. The Cashey-Dupree Mfg, 
Co., 76 U8PQ 360. In this case a trade-mark regis¬ 
trant had a registration granted under the provisions 
of the Trade-Mark Act of March 19,1920 c. 104 (Sec¬ 
tion 1,41 Stat. 533; Section 121, Title 15, United States 
i Code). The Act of 1946 provides that registrations 
under the Act of 1920 e:^ire at the end of twenty 
years from the date of registration and are not gener¬ 
ally renewable. Section 9 of the Act of 1946, Swtion 
1059, Title 15, United States Code, permits delayed 
renewals of re^trations. In this case a petition to 
cancel this registrant’s certificate was filed under the 
provisions of the Act of March 1920. The registrant 
opposed the petition for cancellation on the basis 
that the proceedings necessarily were controlled by 
the provisions of ^e Act of 1946, xmder whidi the 
! said regmtration expired on January 5, 1948. The 

i Conunissioner held that the rights of the petitioner 

I for cancellation were preserved by Section 47(a) of 

I the Act of 1946 and that the cancellation proceed¬ 

ings would be controlled by the Act of March 1920. 

i When this Appellant received, on June 15, 1949, an ad¬ 
verse decision from the Commissioner of Patents, refusing 
Appellant’s registration on the “confusion in trade clause 
of Section 5 of the Act of 1905” Appellant anticipated 
appellate review of the Commissioner’s decision with con¬ 
fidence and conviction as to the proper course of action. 
Appellant’s conviction was buttressed by the following ‘ 
circumstances: 
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1. Appellant liad taken no step to bring its applica¬ 
tion under the provisions of the Act of 1946. Con¬ 
versely, Appellant sought (and still seeks) registra¬ 
tion under the Act of 1905. 

2. The general, but nevertheless seemingly dear, 
language of the savings clauses of Sections 46(a) and 
47(a) of the Act of 1946 preserved to Appellant the 
rights and remedies accorded it by the Act of 1905. 

3. 'Hie treatment accorded Appellmit^s appe^ to the 
Cominissioner of Patents, by the Commissioner of 
Patents, was supported by an interpretive opinion of 
the Comptroller General of the United States. 

4. Contemporary decisions of the Commissioner of 
Patents in cases such as Levich v. Arnspacher, swpra, 
and Andersen Corp. v. Caskey-Dupree Mfg. Co., supra, 
interpreted the rights of a trade-mark applicant as 
preserved by Section 47(a) of the Act of 1946. Sudi 
interpretations are in harmony with the position for 
which Appellant here contends. 

5. The jBmality, and recency, of this Honorable 
Courtis decision in Barrovr-Gra/y v. Kingsland, supra, 
strengthened by the refusal of the United States Su¬ 
preme Court to grant certiorari in that case, put be¬ 
yond question the right of an applicant under tihie 
Act of 1905 (such as Appellant) to obtain review by 
suit under E. S. 4915 in the District of Columbia 
brought agamst the Commissioner of Patents as sole 
defendant 

6. A plurality of decisions of the United States Su¬ 
preme Court had defined a suit under B. S. 4915 as 
‘‘part of the proceeding for registration of a trade¬ 
mark’’—^a proceeding wm<^ afforded relief by suit in 
equity against the Commissioner of Patents, 

Supported by the factors enumerated above. Appellant 
filed its complaint in the District Court below naming the 
Commissioner of Patents as sole defendant on the author¬ 
ity of R. S. 4915 and this Honorable Court’s decision in 
Barron-Gray Packing Co. v. Kingsland, supra. When the 
Commissioner filed his answer to the complaint, the 
parties awaited trial on the merits. Before this case was 
reached for trial this Honorable Court rendered its de¬ 
cision in Garden Industries v. Nancy Arm Story Book 
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DoUs V. Kiriffsland (85 U. S. App. D. C. 414, 178 F. (2d) ‘ 
974) in an opinion dated November 30, 1^9. Shortly 
thereafter the Commissioner of Patents filed a motion to 
dismis s Appellant’s complaint and the District Court, on 
the authority of GardeU Industries v. Ncmcy Awn Story 
Book Dolls V. Kingsland, supra, granted the motion to dis¬ 
miss. 

Admittedly, the decision of this Honorable Court in the 
GardeU Industries v. Nancy Awn Story Book Dolls v. 
Kingsland case provides Appellant with little support for 
Appellant’s position in this appeaL To obtain a favor¬ 
able decision on this appeal Appellant is forced to ask 
this Honorable Court to depart from its decision in the 
GardeU v. Kingsland case. Nowhere except in the courts 
of these United States, and possibly the courts of England 
and the British dominions may a litigant and his advocate 
present such a request. Even so, it is not easy to ask a 
court to reconsider and reverse itself, yet that is precisely 
what this appellant sincerely requests this Honorable 
Court to do. 

It is believed that a study of the language of the perti¬ 
nent statutes, certain decisions which have interpreted 
these statutes and certain historical analogies are strongly 
persuasive of the correctness of the position herein ad¬ 
vocated by this Appellant. 

There are two broad fundamental questions which are 
common to the GardeU v. Kingsland case and the instant 
appeaL These questions are, first, Does the Trade-Mark 
Act of 1946, and specifically Section 21 of that act, apply 
to appellate proceedings brought after July 5, 1947 by a 
trade-mark applicant who relies on the rights provided 
by the Trade-mark Act of 1905 and has taken no steps 
to obtain the benefit of the provisions of the Act of 
1946? Second, Must Section 21 of the Trade-mark Act 
of 1946 be construed to extinguish the then existing right 
of an aggrieved trade-mark applicant to sue the Com¬ 
missioner of Patents as a necessary defendant in the Dis- 
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trict Court of the District of Columbia in dU cases, or 
merely those cases arising under the Act of 1946? 

While the similarity mentioned above does exist be¬ 
tween GardeU v. Kingsland and the instant appeal, there 
are some differences. The decision of this Honorable 
Court, and the record in the GardeU case reveal that that 
case involved a question of priority of adoption between the 
trade-mark of the applicant, GardeU Industries, and cer¬ 
tain pending appUcations of the opposer, Nancy Ann Story 
Book Dolls. The commissioner’s decision complained of 
by GardeU Industries was a two-fold decision involvi/ng 
priority and registerabUity under the Act of 1905, Where 
the question of priority is involved, the interfering op- 
poser would be a proper if not indispensable party. But 
in the instant case the opposition (in which the Com¬ 
missioner of Patents gave the decision of which Appel¬ 
lant complains), involved no question of priority. The 
sole question was registerabUity under the **confusion in 
trade clause of Section 5 of the Act of 1905** The exist¬ 
ence of the interference and the need for determining 
priority in the GardeU case necessarily made that case an 
“inter partes” case in fact and in nature. The limited 
issue of registerabUity, uncompUcated by any attendant 
issue of priority, makes the present cause in fact and in 
nature an ex parte case. 

WhUe the foregoing factual difference between the 
GardeU case and the instant appeal is beUeved to be of 
less importance than the fundamental proposition of law 
involving the interpretation of the savings clauses of 
the Act of 1946, the difference is of some significance in 
the Ught of a decision in conflict with that of this Honor¬ 
able Court in GardeU v. Kingsland. 

On November 18, 1949, just two weeks prior to the de¬ 
cision of this Honorable Court in the GardeU v. Kings¬ 
land case, the U. S. Court of Appeals, Third Circuit, ren¬ 
dered a decision in Lanolin Plus Cosmetics, Inc. v. Botany 


18 


Mills, Inc., 177 F. (2) 757. That case involved an ap¬ 
peal from a judgment of the District Court for the Dis¬ 
trict of New Jersey dismissing for lack of jurisdiction 
a complaint hied by Lanolin Plus Cosmetics, Inc., under 
B. S. 4915. There, as here, the applicant (Lanolin Plus 
Cosmetics, Inc.) had hied application for registration 
under the Act of 1905, had been confronted with an op¬ 
position interposed by Botany Mills, Inc., and had received 
an adverse decision of the Commissioner of Patents. The 
'aggrieved applicant had hied two complaints under B. S. 
4915, one in the District of New Jersey and the other in 
the District of Columbia. In the New Jersey suit the suc¬ 
cessful opposer. Botany Mills, Inc., had been named as 
sole defendant In the District of Columbia the Com¬ 
missioner of Patents and the successful opposer had been 
' joined as defendants. In the District of Columbia the 
defendant, Botany Mills, Inc., successfully prosecuted a 
motion to dismiss for lack of jurisdiction, and the Com¬ 
missioner of Patents likewise successfully prosecuted a 
motion to dismiss on the ground that he was not a neces¬ 
sary party. In New Jersey, the defendant, Botany Mills, 

' had moved to dismiss on the ground that the Commis¬ 
sioner of Patents, not the opposer, was the necessary and 
indispensable party defendant. 

When the Court of Appeals for the Third Circuit took 
' cognizance of the appeal, it was confronted with the 
conflicting rulings of the District Courts for the District 
of Columbia and New Jersey, respectively. The District 
Court for the District of Columbia had held that the Com¬ 
missioner of Patents was not a proper or indispensable 
' party and that it had no jurisdiction over the nonresident 
successful opposer who was an indispensable party. The 
District Court for the District of New Jersey had held 
' that the successful opposer, over whom it did have juris¬ 
diction, was not a proper party, but that the Commissioner 
of Patents, over whom it had no jurisdiction, was the 
proper and indispensable party. Belying on its earlier 
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decision in the case of Brackett Co. v. Chamberlain Co., 81 
F. 2) 866, the Court of Appeals, Third Circuit, affirmed 
the District Court for the District of New Jersey since 
the Commissioner of Patents had not been made a party 
to the suit The Court cited with approval the decisions ‘ 
of this Honorable Coxirt in Tomlinson of High/point y. Coe, 
stipra, and Barrorir-Gray Packing Co. y. Kingsland, supra, 
and distinguished from this Court’s decision in Coe y. 
Hobart Mfg. Co., 70 US App. DC 2,102 F. (2) 270. The | 
Court commented that this latter case involved a patent 
interference wherein the rival claimant for the patent in- j 
volved was therefore an indispensable party to a suit [ 
under R. S. 4915 since his rights in the pat^t involved I 
would necessarily be adjudicated in the suit The Court i 
then said: 

“The Commissioner of Patents, on the other hand, 
is not an indispensable party in such an inter partes 
proceeding since he has approved the issuance of 
the patent or re^tration of the trade-mark as beiug j 
in conformity with the statute so that the question 
of patentability or registerability is not in issue, and 
the sole question involved in the litigation therefore 
is as to which of the parties in interference is en¬ 
titled to it See Secticn 21 of the Trade-mark Act of i 
1946 (15 U. S. C. A., Section 1071). 

“Since in the case before us the present defendant, 
Botany Mills, Inc., makes no claim to the trade mark 
* LANOLIN PLUS’ or to any other mark with which 
it is alleged to interfere it is apparent that the case ' 
does not fall within the class just described in which 
it would be an indispensable party but rather into 
the category referred to earlier herein in which the j 
Commissioner of Patents who has refused registration 
of the mark upon statutory grounds is a necessary ! 
party and the only indispensable one. Accordin^y, 
although it obviously is not our function to review 
the decisions of the District Court for the District of 
Columbia, we feel assured that the Court of Appeals 
for the District of Columbia in disposing of the ax>- 
peal now pending before it will afford to the ph^- 
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■ tiff in conformity with its decisions to which we have 
referred the right to maintain its suit in the District 
' of Columbia against the Commissioner of Patents 
even tliongh the dismissal of that suit as against 
Botany Muls, Inc., the defendant in the case now be¬ 
fore ns, may he upheld. ’ * 

Fortunately for the aggrieved applicant in the Lanolin 
Plus Cosmetics cases the suit in the District of Columbia 
was compromised before this Honorable Court was called 
upon to review the decision of the District Court below 
in dismissing the Lanolin Plus Cosmetics complaint 
against both the Commissioner and the successful opposer. 
The compromise was reached by the voluntary interven¬ 
tion of the Commissioner of Patents and by a motion to 
■intervene filed by the successful opposer. Botany Mills, 

' Inc. This Honorable Court when confronted with the two 
voluntary api)earances remanded the case to the District 
Court for a trial on the merits in an order dated January 
'5, 1950 (Appeal Number 10069) apparently not reported 
anywhere except in 84 USPQ 65. 

' Had it not been for the voluntary intervention of the 
' Commissioner of Patents and the successful opposer and 
had the appeal from the dismissal of the plaintiff’s com¬ 
plaint in the District of Columbia been decided by this 
Court on the authority of the OardeU v. Kingsland de- 
I cision, the unsuccessful applicant. Lanolin Plus Cosmetics. 
Inc., would have beeu denied relief by B. S. 4915 in any 
jurisdiction. 

It is respectfully submitted that Congress did not in¬ 
tend that the Act of 1946 would modify or extinguish the 
remedies available to an aggrieved applicant for registra¬ 
tion under the Act of 1905. Nor, it is submitted, did Con¬ 
gress intend that the establishment of the necessary juris¬ 
diction to afford an aggrieved applicant relief under B. S. 
4915 must depend upon the willingness of the Commis¬ 
sioner of Patents to intervene, as in the Lcmolin v. Botany 
case in the District of Columbia. It is believed that the 
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intent of Congress may be clearly found in the general— 
expressly general—slanguage of the savings clauses of 
Sections 46(a) and 47(a) of the Act of 1946, particularly 
when the general nature of the language is appraised 
along with the minutely specific language used when Con¬ 
gress intended to make exceptions to the generalities. I 

Before undertaking a detailed analysis of the two sav- i 
ings clauses in the Act of 1946, it is believed that the 
Honorable Court might be assisted by a consideration of j 
a closely analogous historical precedent. j 

Prior to 1927, and over a 25-year period, an aggrieved [ 
applicant for patent had six successive appellate remedies. I 
Appeals could be taken successively within the Patent 
Ofi&ce to the Board of Examiners in Chief and then to the | 
Commissioner in person. From the Commissioner's de- | 
cision, a direct appeal was permitted to the Court of 
Appeals for the District of Columbia. If, but only if, the 
remedy of appeal to the Court of Appeals for the Dis- i 
trict of Columbia had been resorted to, the aggrieved 
applicant could then obtain relief by suit under R. S. | 
4915. Such suit would be brought in a federal district ! 
court with the permitted appeal to the appropriate circuit | 
court of appeals. If the aggrieved applicant sued the j 
Commissioner of Patents in the District of Columbia, the 
appeal from the decision of the district court would ^ to I 
the same court of appeals which had already heard the | 
first direct appeal. This procedure was cumbersome, j 
costly and time-consuming. 

While the foregoing statutes and the remedies provided j 
therein were pertinent to patents, the U. S. Supreme ! 
Court at an early date decided that the same remedies, j 
including relief by suit xmder B. S. 4915, were available | 
to applicants for registration of trade-marks. American 
Steel Foundries v. Robertson, 262 US 209,43 Sup. CL Rep. | 
541; Baldwin Co. v. R. 8. Hotoard Co., 256 US 35, 39, 41 | 
Sup. Ct. Rep. 405, and United States ex rel. Baldzoin v. 
Robertson, 256 US 168. 
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To eliminate the faults of the cumbersome appellate 
patent procedure, Congress in 1927 amended the statutes 
to simplify the procedure. Under the simplified proce¬ 
dure, appeals to the Commissioner of Patents were abol¬ 
ished (in patent cases) and the Board of Examiners in 
Chief was renamed the Board of Appeals. The Board of 
I Appeals had final jurisdiction in patent cases (just as 
I the Conunissioner has final jurisdiction in trade-mark 
cases) within the patent Ofi&ce. From the decision of the 
Board of Appeals, Congress then gave the aggrieved ap¬ 
plicant an option of taking a direct appeal to the Court 
of Appeals for the District of Columbia, or alternatively 
a suit under R. S. 4915, but not both. In 1929, juris¬ 
diction of the direct appeals to the Court of Appeals of 
the District of Columbia was transferred to the U. S. 
Court of Customs and Patent Appeals. 

Then, as now, the procedural changes caused much un¬ 
certainty in the minds of litigants, and the courts were 
repeatedly called upon to determine jurisdictional ques¬ 
tions. This Honorable Court’s attention is respectfully 
directed to the case of Oswald Cooper v. Robertson, 38 
F. (2) 852. This decision of the District Court for the 
District of Maryland is referred to for its dear exposi¬ 
tion of the historical and statutory background and for 
its construction of the savings clause which accompanied 
the amendment of the patent statutes in 1927, even though 
the decision was reversed on other grounds in the case of 
Robertson v. Cooper, 46 F. (2) 766. The amending statute 
of March 2, 1927 (44 Stat. L. 1335) provided in Section 
15 thereof Appellant’s Appendix A): 

• • it shall not affect appeals then pending and 
heard before the Examiners in Chief or pending 
before the Commissioner of Patents or in the Court 
of Appeals of the District of Columbia, and that in 
all cases in which the time for appeal from a decision 
of Ihe Examiners in Chief or of the Commissioner of 
Patents or for amendment or renewal of application 
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has not expired at the time this act takes effect, ap¬ 
peals and other proceedings may be taken under the 
statutes in force at the time of approval of this act 
as if such statutes had not been amended or re¬ 
pealed.” 

The Honorable Court will note that the foregoing sav- j 
ings clause is much more specific than the proviso in Sec¬ 
tion 46(a) of the Act of 1946, which states: 

‘‘Provided, That this repeal shall not affect the j 
validity of registrations granted or applied for under 
any of said Acts prior to the effective date of ti^s 
Act, or rights or remedies thereunder except as pro¬ 
vide in S^tions 8,12,14,15 and 47 of this Act;” 

The foregoing is particularly true when coupled with | 
the last sentence of Section 47(a) of the Act of 1946, 
which states: j 

“If such ameudments are not made, the prosecu- [ 
tioh of said applications shall be preceded with and I 
registrations thereon granted in accordance with the 
Acts under which said applications were filed • • •” | 

The District Court for the District of Maryland in 
Cooper V. Robertson, supra, gave the savings danse in 
the amended patent statutes of 1927 an interpretation I 
which preserved the plaintiff^s rights derived from the 
old laws. This Honorable Court likewise construed the 
saving danse to preserve the old rights and in fact to 
require the repealed procedure in the cases of Fahrenwald * 
V. Cope et al, 38 F. (2) 251, Hammel et al v. Robertson, 

60 US App. DC 42; 46 F. (2) 839, and others. The de¬ 
cisions of this Court on this point were cited with ap- | 

proval by the Circuit Court of Appeals, Second Circuit, i 

in McKesson & Robbins, Inc., v. Charles H. Phillips Chemi¬ 
cal Company, 52 F. (2) 342.* In that decision the Honor- 
able Augustus N. Hand, after referring to the effect on ’ 
appeals created by the amended statute, said: j 


* Modified (extended and afi&rmed) on rehearing 53 F. (2) 1011; 
certiorari denied 285 U. S. 552 ; 76 L. E. 942. 
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' **In addition to this, the saving clause expressly 
preserves not only appeals but other proceedings’’ 

' under the existing statutes where the time to appeal 
from a decision of the Examiner in Chief, or of the 
Commissioner, has not expired This clause has been 
construed to permit in such cases the old procedure 
includii^ the filing of a bill in equity after the appeal 
to the Court of Appeals of the District of Columbia 
has been decided. Fahrenwald v. Cope (D. C.), 38 
Fed (2d) 251; Berry v. Bobertson (D. C.), 40 Fed 

(2d) 915; Hammel v. Bobertson,_App. D. C., 

46 Fed (2d) 839). It would seem strange that all the 
old rights should be saved to an applicant who had 
got no farther than Examiner in Chief, and taken 
away from an applicant who had got as far as the 
Court of Appeals of the District of Columbia. The 
whole tenor of the saving clause is to preserve exist¬ 
ing remedies in all pend&ig proceedings, and we feel 
reasonably clear that the objection to jurisdiction is 
not well t^en.” 

It is recognized that this 'Honorable Court in its de¬ 
cision, Garddl v. Kingsland, supra, considered and dis¬ 
cussed Sections 46(a) and 47(a) of the Act of 1946. But 
it is not believed that this Court had before it the his¬ 
torical background, including its own judicial interpreta¬ 
tions and the interpretations of other Courts, with respect 
to the analogous savings clause in the Amending Act of 
1927. Nor is it believed that this Court had in mind, when 
it rendered the Garddl v. KmgsUmd decision, the striking 
similarity of the language: 

“The prosecution of said application shall be pro¬ 
ceeded with and the registrations therein granted in 
accordance with the acts under which said applica¬ 
tions were filed. ’’ (Section 47 (a) Act of 1946) 

and the expression: 

“Appeals and other proceedings may be taken under 
statutes in force at the time of approval of this act 
as if such statutes had not been amended or re¬ 
pealed.” (Section 15, Act of March 2, 1927, 44 Stat. 
Ii.1335) 
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In its decision in the Gardell v. Kingsland case this 
Honorable Court referred to the savings clause embodied 
in Section 46(a) of the Act of 1946, and specifically to the 
proviso thereof. The Court, after quoting the proviso, re¬ 
ferred to certain excepted sections and commented that 
they were ‘‘not applicable.Conceding that the sections 
are not applicable to the present appeal, they are never¬ 
theless of significance. Section 8 relates generally to the 
duration of the certificate and provides for the submission 
of affidavits over each five years of the life of a registra-' 
tion. The requirement is not applied to registrations 
under the Act of 1905. Section 12 relates to the examina¬ 
tion of pending applications and fixes a limit of six 
months within which an applicant may respond to any 
refusal to register. The prior period allotted applicants 
for reply was one year. Applications pending xmder the 
Act of 1905 are still allotted one year for response by 
the Patent Office. Section 14 enlarges the grounds for 
which a member of the public may petition for cancella¬ 
tion of a registered trade-mark. The enlarged grounds 
are not applied to registrations granted xmder the Act 
of 1905. Section 15 relates to the establishment of “incon¬ 
testability” of registrations granted xmder the Act of 
1946. Registrations granted xmder prior acts, such as the 
Act of 1905, are not accorded the status of “incontestabil¬ 
ity” but Section 15 provides a permissive course of action 
which will permit registrants to obtain this status. 
Section 47 is divided into 47(a) and 47(b). 

Section 47(a) is the focal point upon which this appeal 
is hosed, and permits an applicant to amend his applica¬ 
tion to bring it xmder the Act of 1946 or to preserve his 
rights by taking no action and obtain registration by pro¬ 
ceedings under the statutes otherwise repealed. Section 
47(b) is an enabling clause limited to appellate courts 
of last resort and further limited with respect to appeals 
pending before them at the time the act became effective. 
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'This section gives such courts in such cases the option of 
applying provisions of the Act of 1946 as are applicable 
to the subject matter of the appeal or remanding the case 
as the appellate court may deem proper. 

These, then, are the sections which are expressly ex- 
'cepted from the “rights or remedies** respecting regis¬ 
trations “granted or applied for xmder any of the acts 
prior to the effective date** of the Act of 1946 (Section 
46(a), Act of 1946). None of the exceptions override the 
sqxiarely expressed preservation of the rights of an ap¬ 
plicant to have **the prosecution of said applications 
' shcdl he proceeded with and registrations thereon granted 
in accordance with the Acts under which said applications 
were filed,” which is expressly set forth in Section 47(a) 
of the Act of 1946. Nothing in the excepted sections over¬ 
rides the general preservation of existing rights set forth 
in Section 49 of the Act of 1946 (Section 1051 “Note**, 
Title 15, United States Code). This section provides 
that nothing (in the Act of 1946) “shall adversely affect 
the rights or the enforcement of rights in marks acquired 
in good faith prior to the effective date of this Act.** The 
attention of the Court is respectfully directed to the fact 
that this section of the statute refers to “marks**, which 
is defined in Section 45 of the Act of 1946 (Section 1127, 
Title 15, United States Code) to “includes any trade-mark, 
service mark, collective mark or certification mark en¬ 
titled to registration under this act, whether registered 
or not.** The language is broad enough to cover com¬ 
mon law marks, as well as registered marks. It is broad 
enough to cover trade-marks which are the subject of ap¬ 
plications to register during the time that such applica¬ 
tions are being prosecuted before the Patent Office or on 
review from a decision of the Patent Office. 

The Commissioner of Patents before this Court in Gar- 
deU V. KingsUmd, supra, and before the Court below in 
the instant case, contended that Section 21 of the Act 
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of 1946 (Section 1071, Title 15, United States Code) con¬ 
trols all snits under B. S. 4915 filed after July 5, 1947. 
It is submitted that this contention is erroneous and is 
repugnant to Sections 46(a) and 47(a) of the Act of 
1946. Had it been the intention of Congress so to pro¬ 
vide, Section 21 would have been expressly included in the 
list of excepted sections at the end of the proviso of Sec¬ 
tion 46(a) of the Act of 1946. Had Congress so intended. 
Section 47(b) would have been enlarged to include the dis¬ 
trict courts of the United States in addition to the appel¬ 
late courts expressly listed in that section. 

The position taken by the Commissioner of Patents is 
squarely repugnant to the clear language of Section 47(a) 
which preserves to an applicant for registration under 
the Act of 1905 the right to prosecute his application for 
registration to finality under the practice recognized by 
that Act. 

The position taken by the Commissioner of Patents 
is at variance with the judicial interpretations of the 
analogous savings clause which accompanied the funda¬ 
mental amendment of the patent statutes in 1927. The 
position taken by the Commissioner of Patents is at vari¬ 
ance with the interpretation which he himself has placed 
upon the procedural rights of this applicant (Appellant) 
before the Patent Office and which he has placed on the 
procedural rights of others, as witnessed by his decisions 
in Levich v. Amspaclier, supra, and Andersen Corpora¬ 
tion V. the Cashey-Dupree Company, supra. 

Admittedly, it is onerous for the Commissioner of 
Patents to defend against a complaint filed under E. S. 
4915> as this Court required him to do in Barron-Gray 
Pacldng Company v. Kingslcmd, supra. However, it is 
submitted that the degree to which the duties of the Com¬ 
missioner are onerous should not be determinative in his 
selection of the sections of the Act of 1946 which the 
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Commissioner feels should be applied against applicants 
under the old trade-mark statutes. 

A comparison of Section 21 of the Act of 1946 with the 
'superseded Section 9 of the Act of 1905 (Section 89, Title 
'15, United States Code) (Note Appellant's Appendix C 
to this brief) will show that the two sections are directed 
toward the same procedural and substantive rights of 
dissatisfied trade-mark applicants, but that Section 21 
embraces a very appreciable enlargement of the defini¬ 
tions of applicants as well as introducing for the first 
time the designation of the Commissioner of Patents as 
an unnecessary party in suits under B. S. 4915. If Sec¬ 
tion 21 of the Act of 1946 be construed as applicable to 
this Appellant in this cause, the “rights and remedies^’ 
expressly preserved to an applicant such as Appellant 
under the provisions of Sections 46(a) and 47(a) of the 
Act of 1946 are materially modified to the detriment of 
this Appellant. 

There remains for consideration one point discussed 
in this Court’s decision in GardeU v. Kmgsland, swpra. 
This Honorable Court stated: 

“These were suits de novo. They were not begun 
until after the new act became effective. To be sure, 
when brought they became part of the proceeding 
upon the application® and they had been pending 
[sic] when the new act became effective, that pro- 
cee^g would have been pending. In the same sense 
an appeal is part of an action; but until it is filed it 
is not pending. So between the time of the Commis¬ 
sioner’s decision and the time these actions under 
E. S. 4915 were filed, nothing was pending. There¬ 
fore, these proceedings were not pending on the effec¬ 
tive date of the new act, and that act applies to themu” 


• American Steel Foundries v. Robertson, 262 US 209, 67 L. Ed. 
953, 43 S. Ct. 541. 


29 


Appellant respectfully requests tMs Honorable Court to 
re-examine this quoted statement in the light of the de¬ 
cisions interpreting savings clauses referred to earlier in 
this brief. It is believed that Sections 46(a) and 47(a) of 
the Act of 1946, in spirit as well as words, contemplate 
the preservation of not only the immediate existing rights 
of prosecviionj hvt the future rights and remedies nor- 
maUy expected hy applicants un^r the old Act. When 
called upon to construe the effect of the savings clause in 
Title 15 of the Patent Act of March 2, 1927, this Court 
and other courts preserved the applicant's rights under 
the old law. In fact, they required the applicamts to pro¬ 
ceed in accordamce with the old law. It was not the im¬ 
mediate phase of the prosecution, “then pending,’’ which 
was preserved, but the future rights and remedies as welL 
The sound, yet benevolent, interpretation of the savings 
clause in the decision of the Honorable Augustus N. Hand 
in McKesson <& Robbins, Inc. v. Charles H. Phillips Chemi¬ 
cal Company, swpra, expresses appellant’s position in this 
cause in language which cannot be improved upon. 

It is respectfully submitted that it is not the mere 
physical pendency of a particular action which is con¬ 
trolling, but the right to prosecute his application to jBnal- 
ity, in the manner recognized by the statute under which 
he seeks such rights, that is of paramount importance. 

At the time this Appellant filed its complaint in the 
District Court below, the final authority in cases such 
as this upheld the right of an applicant, such as Appel¬ 
lant, to sue the Commissioner of Patents in this juris¬ 
diction, and squarely held that the Commmsioner of Pat¬ 
ents was a necessary and indispensable party defendant. 
The same authority, twice stated in less than eight years 
in the cases of Tomlinson of Highpovnt v. Coe, supra, and 
Barron-Gray Packing Co. v. Kingdand, sttpra, expressly 
held that “the proceeding by bill in equity under Section 
4915 R. S. is ‘a part of the application for the patent’ or 
for registration of the trade-mark. • • • •» 
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Since Appellant's suit herein is ‘‘part of the applica¬ 
tion for registration of the trade-mark,^’ it is part of 
*Hhe prosecution*' which **shall he proceeded ivith in ac- 
cordance with the Acts under which said applications were 
filed" within the fair interpretation of Section 47(a) of 
the Act of 1946. 

To avoid the extinguishment of remedies manifest in 
the conflicting decisions in the two cases of Lanolin Phis 
Cosmetics Co. v. Botany Mills, supra, and to perpetuate 
this Appellant’s right to obtain registration under the Act 
of 1905, it is respectfully prayed that this appeal be 
granted and that this cause be remanded to the United 
States District Court for the District of Columbia with 
instructions to proceed with a trial on the merits. 

Respectfully, 

Gold Seal Company, Appellant 

By: Maxtbice M. Moobe and 
Edwabd B. Beale 
Counsel for Appellant 


Of Counsel 

Paul, Paul & Moobe, 

710 Midland Bank Building, 
Minneapolis 1, Minnesota, 
and 

Beale aitd Jones, 

1411 Pennsylvania Ave., N. W., 
Washington 4, D. C. 


31 


APPELLANT'S APPENDIX A 

STATUTES INVOLVED 

Section 5, Act of February 20,1905; Section 85, Title 15, 
United States Code: 

Trade-marks which may be registered 

No mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class 
shall be refused registration as a trade-mark on account 
of the nature of such mark unless such mark— • • • • 
Provided, That trade-marks which are identical with a 
registered or known trade-mark owned and in use by an¬ 
other and appropriated to merchandise of the same de¬ 
scriptive properties, or which so nearly resemble a regis¬ 
tered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake 
in title mind of the public or to deceive purchasers shall 
not be registered: • • • • 

Section 9, Act of February 20, 1905; Section 89, Title 
15, United States Code: 

Appeal from decision of Commissioner of Patents 

If an applicant for registration of a trade-mark, or a 
party to an interference as to a trade-mark, or a i)arty 
who has filed opposition to the registration of a trade¬ 
mark, or party to an application for the cancellation of 
the registration of a trade-mark, is dissatisfied with the 
decision of the Commissioner of Patents, he may appeal 
to the United States Court of Customs and Patent Ap¬ 
peals, on complying with the conditions required in case 
of an appeal ,from the decision of the commissioner by an 
applicant for patent, or a party to an interference as to 
an invention, and the same rules of practice and procedure 
shall govern in every stage of such procee<^gs, as far 
as the same may be applicable. Feb. 20, 1905, c. 592, 
§9, 33 Stat. 727; Mar. 2, 1929, c. 488, §2(b), 45 Stat 
1476. 
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Revised Statute 4915; Section 63, Title 35, United 
States Code: 

Whenever a patent on application is refused by the 
' Board of Appeals or whenever any applicant is dissatis¬ 
fied with the decision of the board of interference exam¬ 
iners, the applicant, unless appeal has been taken to the 
' United States Court of Customs and Patent Appeals, and 
such appeal is pending or has been decided, in which case 
' no action may be brought under this section, may have 
' remedy by bill in equity, if filed within six months after 
such refusal or decision; and the court having cognizance 
thereof, on notice to adverse parties and other due pro- 
' ceedings had, may adjudge that such applicant is entitled, 
according to law, to receive a patent for his invention, as 
specified in his claim or for any part thereof, as the facts 
in the case may appear. And such adjudication, if it be 
in favor of the right of the applicant, shall authorize the 
commissioner to issue such patent on the applicant filing 
in the Patent Office a copy of the adjudication and other¬ 
wise complying with the requirements of law. In all 
cases where there is no opposing party a copy of the bill 
' shall be served on the commissioner; and all the expenses 
' of the proceedings shall be paid by the applicant, whether 
the final decision is in his favor or not. In all suits 
' brought hereunder where there are adverse parties the 
record in the Patent Office shall be admitted in whole or 
I in part, on motion of either party, subject to such terms 
and conditions as to costs, expenses, and the further 
cross-examination of the witnesses as the court may im¬ 
pose, without prejudice, however, to the rights of the 
parties to take further testimony. The testimony and 
' exhibits, or parts thereof, of the record in the Patent 
Office when admitted shall have the same force and effect 
as if originally taken and produced in the suit 

' Section 46(a), Act of July 5, 1946; ‘‘Note*’ under Sec- 
' tion 1051, Title 15, United States Code: 
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Time of taking effect—^Repeal of prior acts 

This Act shall be in force and take effect one year from 
its enactment, but except as otherwise herein specifically 
provided shall not affect any suit, proceeding, or appeal 
then pending. All Acts and parts of Acts inconsistent 
herewith are hereby repealed effective one year from the 
enactment hereof, including the following Acts insofar as 
they are inconsistent herewith: • • • • the Act of Feb¬ 
ruary 20, 1905 (U. S. C., title 15, secs. 81 to 109, inclu¬ 
sive), entitled ‘‘An Act to authorize the registration of 
trade-marks used in commerce with foreign nations or 
among the several States or with Indian tribes, and to 
protect the same’’, and the amendments thereto by the 
Acts of May 4, 1906 (U. S. C., title 15, secs. 131 and 132: 
34 Stat. 169), March 2, 1907 (34 Stat. 1251, 1252), Feb¬ 
ruary 18, 1909 (35 Stat 627, 628), February 18, 1911 (36 
Stat 918), January 8, 1913 (37 Stat 649), June 7, 1924 
(43 Stat 647), March 4, 1925 (43 Stat 1268, 1269), April 
11, 1930 (46 Stat. 155), June 10, 1938 (Public Numbered 
586, Seventy-fifth Congress, ch. 332, third session) • • • • 
Provided, That this rei)eal shall not affect the validity of 
registrations granted or applied for under any of said 
Acts prior to the effective date of this Act, or rights or 
remedies thereunder except as provided in sections 8, 12, 
14, 15 and 47 of this Act; but nothing contained in this 
Act shall be construed as limiting, restricting, modifying, 
or repealing any statute in force on the effective date 
of this Act which does not relate to trade-marks, or as 
restricting or increasing the authority of any Federal de¬ 
partment or regulatory agency except as may be spe¬ 
cifically provided in this Act. (15 U. S. C. 1051 note). 

Section 47(a), Act of July 5, 1946; “Note” under Sec¬ 
tion 1051, Title 15, United States Code: 

Applications pending on effective date of Act 

All applications for registration pending in the Patent 
Office at the effective date of this Act may be amended, if 
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practicable, to bring them under the provisions of this 
Act The prosecution of such applications so amended 
and the grant of registrations thereon shall be proceeded 
with in accordance with the provisions of this Act. If 
' such amendments are not made, the prosecution of said 
applications shall be proceeded with and registrations 
thereon granted in accordance with the Acts under which 
said applications were filed, and said Acts are hereby 
continued in force to this extent and for this purpose 
only, notwithstanding the foregoing general repeal thereof. 

Section 49, Act of July 5, 1946; “Note” under Section 
1051, title 15, United States Code: 

Preservation of existing rights 

Nothing herein shall adversely affect the rights or the 
enforcement of rights in marks acquired in good faith 
prior to the effective date of this Act 

Section 21, Act of July 5, 1946; Section 1071, title 15, 
United States Code: 

Appeal to court and review by civil action 

Any applicant for registration of a mark, party to an 
interference proceeding, party to an opposition proceed¬ 
ing, party to an application to register as a lawful con¬ 
current user, party to a cancellation proceeding, or einy 
registrant who has filed an afSdavit as provided in section 
8, who is dissatified with the decision of the Commissioner 
may appeal to the United States Court of Customs and 
Patent Appeals or may proceed under section 4915, Ee- 
vised Statutes, as in the case of applicants for patents, 
under the same conditions, rules, and procedure as are 
prescribed in the case of patent appeals or proceedings 
so far as they are applicable: Provided, That any party 
who is satisfied with the decision of the Commissioner 
shall, upon the filing of an appeal to the Court of Cus¬ 
toms and Patent Appeals by any dissatisfied party, have 
the right to elect to have all further proceedings under 
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Eevised Statutes 4915, by election as provided in Revised 
Statutes 4911. The Commissioner of Patents shall not be 
a necessary party to an inter partes proceeding under 
Revised Statutes 4915, but he shall be notified of the 
filing of the bill by the clerk of the court in which it is 
filed and the Commissioner shall have the right to in¬ 
tervene in the action. 

Section 14, Act of February 20, 1905, c. 592; Section 94, 
Title 15, United States Code: 

The following shall be the rates for trade-mark fees: 

• • • • 

On an appeal from the decision of the examiner in 
charge of interferences, awarding ownership of a trade¬ 
mark or canceling the registrations of a trade-mark, to 
the Commissioner of Patents, $15. • • • • 

Section 31, Act of July 5, 1946; Section 1113, Title 15, 
United States Code: 

The following fees shall be paid to the Patent Office 
under this Act: • • • • 

On appeal from an examiner in charge of interferences 
to the Commissioner, $25; • • • • 

Section 15, Act of March 2,1927, 44 Stat. L, 1335: 

That this act shall take effect two months after its ap¬ 
proval; but it shall not affect appeals then pending and 
heard before the examiners in chief or pending before the 
Commissioner of Patents or in the Court of Appeals of 
the District of Columbia, and that in all cases in which 
the time for appeal from a decision of the examiners in 
chief or of the Commissioner of Patents or for amendment 
or renewal of application had not expired at the time this 
act takes effect, appeals and other proceedings may be 
taken under the statutes in force at the time of ap¬ 
proval of this act as if such statutes had not been 
amended or repealed. 
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APPELLANT'S APPENDIX B 


November 23,1945 

March 25,1947 

April 24^ 1947 
May 1,1947 
May 5,1947 
Jane 1,1947 
Jaly 1,1947 
Jaly 5,1947 
September 9,1947 

October 12,1948 

October 29,1948 

November 26,1948 


CHRONOLOGY 

Appellant's application Serial No. 
492040 filed in Patent Office ander 
Act of 1905 

Application Serial No. 492040 pab- 
lished for possible opposition in Pat¬ 
ent Office Gazette 

Notice of Opposition filed by Attor¬ 
ney for Lever Brothers Company 
Verified opposition filed by Lever 
Brothers Company 
Opposition criticized, as incomplete, 
by Patent Office 

Opposition 26278 institated by Pat¬ 
ent Office 

Answer to Opposition filed by Ap¬ 
plicant (Appellant) 

Trade Mark Act of Jaly 5, 1946 be¬ 
came effective. 

Opinion of the Comptroller Greneral 
of the United States reported in Offi¬ 
cial Gazette, U. S. Patent Office (603 
0. G. 21) 

Decision in Barron-Gray v. Blingsland 
handed down by U. S. Coart of Ap- 
I)eals for the District of Colambia 
Circait 

Decision by Trade Mark Examiner 
of Interferences sastaining Opposi¬ 
tion on ‘‘confasion in trade daase of 
Section 5 of the Act of 1905.” 

Notice of Appeal to Commissioner 
filed by Applicant (Appellant) with 
Appeal Fee of $25.00. 
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February 7,1949 

April 4,1949 
June 15,1949 

September 28,1949 

October 12,1949 
November 18,1949 

November 30,1949 

January 5,1950 

January 18,1950 
March 27,1950 


Commissioner refunded $10.00 with 
voucher stating: ‘‘Application is 
under the Act of 1905 and the fee for 
appeal to the Commissioner in such 
case is $15.00.^^ 

U. S. Supreme' Court denied Commis¬ 
sioner’s petition for certiorari in 
Barron-Gray v. Kingsland case 
Commissioner affirmed decision of 
Trade Mark Examiner of Interfer¬ 
ences on “confusion in trade clause 
of Section 5 of the Trade-Mark Act 
of 1905.” 

Appellant filed complaint under B. S. 
4915 in District Court of the United 
States for the District of Columbia 
Commissioner filed Answer to Appel¬ 
lant’s Suit 

U. S. Court of Appeals for the Third 
Circuit handed do'wn decision in 
Lanolin Plus Cosmetics, Inc. v. Bot¬ 
any Mills, Inc. 

U. S. Court of Appeals for the Dis¬ 
trict of Columbia Circuit handed 
down decision in Gkurdell Industries, 
Inc. V. Kingsland 

By per curiam order U. S. Court of 
Appeals for the District of Columbia 
Circuit remanded to the District 
Court the case of Lanolin Plus Cos¬ 
metics, Inc. V. Marzall 
Commissioner’s Motion to Dismiss 
Appellant’s Complaint filed in Dis¬ 
trict Court 

U. S. District Court for the District 
of Columbia issued order dismissing 
Appellant’s Complaint 


April 27,1950 


Appellant appealed to the U. S. 
Court of Appeals for the District of 
Columbia Circuit from dismissal of 
its Complaint 



APPELLANT’S APPENDIX C 


SECTION 9, ACT OF 1905 

If an applicant for registration of a 
trade-max^ or 

a party to an interference as to a 
trade-mark» or 

a party who has filed opposition to 
the registration of a trade-znark or 


party to an application for cancel¬ 
lation of the registration of a trade¬ 
mark 


is dissatisfied with the decision of 
the Commissioner of Patents, he may 
appeal to the United Court of Cus¬ 
toms and Patent Appeals 


on complying with the conditions 
required in case of an appeal from 
the decision of the commissioner by 
an applicant for patent, or a party to 
an interference as to an invention, and 
the same rules of practice and pro¬ 
cedure shall govern in every stage of 
such proceedings, as far as the same 
may be applicable. Feb. 20, 1905, c. 
592, Section 9, S3 Stat. 727; Mar. 2, 
1929, c. 488, Section 2(b), 45 Stat. 
1476. 


SECTION 21, ACT OF 1946 > 

Any applicant for registration of la 
mark, I 

party to an interference proceeding, 

I 

party to an opposition proceeding. 


party to an application to registp 
as a lawful concurrent user, I 

party to a cancellation proceeding^, 


or any registrant who has filed tm 
afiSdavit as provided in section 8, I 

who is dissatisfied with the decisi<|>n 
of the Commissioner may appeal to 
the United States Court of Custoziis 
and Patent Appeals | 

or may proceed under section 4915, 
Revised Statutes, | 

as in the case of applicants for pat¬ 
ents, under the same conditions, rules 
and procedure as are prescril^ in 
the case of patent appeals or pzj^ 
ceedings so far as they are applicable: 

I 


Provided, That any party who j is 
satisfied with the decision of the Com¬ 
missioner shall, upon the filing of an 
appeal to the Court of Customs aind 
Patent Appeals by any dissatisfied 
party, have the right to elect to have 
all fiurther proceedings under Revi^ 
Statutes 4915, by election as provided 
in Revised Statutes 4911. Tie (>)hi- 
missioner of Patents fthAll not be a 
necessary i)arty to an inter partes- 
proceeding under Revised Statu^ 
4915, but he shall be notified of ^e 
filing of the bill by the clerk of the 
court in whidi it is filed and the Co|m- 
missioner shall have the right to m- 
tervene in the action. (15 U. S.I C. 
1071) 
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^ntteb States; Court of 

FOR THE DISTRICT OF COLUMBIA CIRCUIT 


APPEAL NO. 10670 
Gold Seal Company, appellant 

V, 

John A. Marzall, Commissioner of Patents, 

appellee 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES DIS¬ 
TRICT COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COIOOSSIOHER OF PATENTS 


rUTBODUCTION 

This is an api)eal from the order of the United 
States District Court for the District of Columbia 
(appendix, page 32A) dismissing the complaint in 
an action purportedly brought under R. S. 4915 
(U. S. C., title 35, section 63) and seeking a decree 
authorizing the Commissioner of Patents to grant the 
appellant a registration of a certain trade-mark. The 
facts of the case are properly stated on pages 2, 3, 
and 4 of the appellant’s brief and need not be re¬ 
peated here. The dismissal of the complaint was 
based on the absence of a necessary party, namely. 
Lever Brothers Company, the opposer in the Patent 
Ofi&ce opposition proceeding which led to the refusal 
to register the appellant’s mark. 

( 1 ) 
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SmOCABY OF ABGX7KENT 

1. The facts in this case are identical, in all 
material respects, with those presented in Gardel 
Industries v. Kingsland, 85 U. S. App. D. C. 414, 
178 F. 2d 974, and the decision in that case is clearly 
controlling here. 

2. Under section 21 of the Trade-Mark Act of July 
5, 1946, an action under R. S. 4915 cannot be main¬ 
tained against the Commissioner alone in a case 
arising out of an inter partes proceeding in the Patent 
Office. 

3. In the present case the, appellant's action in the 
district court was not a ‘‘suit, proceeding or appeal” 

‘ pending when the 1946 Act became effective, within 
the meaning of Section 46 (a) of that Act. 

4. Since the Trade-Mark Acts prior to that of 1946 
do not provide that the Commissioner shall be a 
necessary party in cases of the kind here under con¬ 
sideration, it is immaterial whether or not such earlier 
acts are applicable here. 

5. The authorities and precedents relied on by the 
appellant are not pertinent or controlling in this case. 

AILQIJICEIIT 

This case presents for review the identical questions 
which were decided by this Court adversely to the 
present appellant’s contentions in Gardel v. Kings¬ 
land, 85 U. S. App. D. C. 414,178 F. 2d 974. In that 
case, as in this one, there were involved an application 
and an opposition proceeding filed before the Trade- 
Mark Act of 1946 became effective; and a purported 
action imder R. S. 4915 commenced thereafter. In 
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that case this Court held that the action could not 
be maintained in the absence of the opposing party 
to the Patent Office opposition proceedings and, in 
view of that decision and for the reasons therein 
given, a similar holding is clearly in order here. 

The appellant’s brief, on page 17, suggests that 
there was an issue of priority in the Gardel case, 
whereas the issue in the present case was limited to 
confusing similarity of appellant’s mark and that of i 
the opposer. This, however, is immaterial, since ! 

neither section 21 of the 1946 Act nor the decision I 
of this Court in the Gardel case depends in any way j 

on the nature of the issues in the opposition proceed- I 

ing. It is the fact that the Patent Office proceeding I 
out of which the court action arises is inter partes, 

I 

and not the exact nature of the inter partes issue, ! 
which renders the Commissioner an imnecessary j 

party. The distinction cited by the appellant was [ 
invoked by the Third Circuit Court of Appeals prior | 
to the enactment of the 1946 Act, but it was never ! 
recognized as valid by this Court, even at that time, 
and it is clearly obsolete in view of the express lan¬ 
guage of the 1946 Act 

It seems clear that the distinction mentioned is 
immaterial here, and it does not appear to be seriously 
relied on by the appellant, since its brief on page 17 
admits that the matter is of relatively little impor- | 
tance and on pages 8 and 16, respectively, admits that | 
the appellee’s position herein is supported by the ! 
Gardel decision and that the appellant in order to 
prevail here “is forced to ask this Honorable Court [ 
to depart from its decision in the Gardel v. Kingsland i 
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'case.” The present issue, therefore, is simply 
whether the Court shall overrule its decision in the 
Gardd case and adopt an exactly contrary view. 

The Gardel case decided two main points namely 
(1) that under section 21 of the 1946 Act, a suit under 
R. S. 4915 arising out of an inter partes proceeding 
' in the Patent Office cannot be maintained against the 
' Commissioner alone and (2) that an action under 
R. S. 4915 filed after the 1946 Act became effective 
' is governed by section 21 of that Act, regardless of 
the filing date of the application or the date when 
' the inter partes proceeding in the Patent Office was 
instituted. 

' The first of these two propositions seems too clear 
to admit of serious argument. As was said by this 
' Court in the Gurdel case: “Since there must be at 
least one defendant in an inter partes proceeding, it 
follows that the opposer is a necessary party under 
the new act.” The appellant does not controvert the 
soundness of that holding and the note on page 6 of 
its brief appears to concede that, in cases to which 
section 21 of the 1946 Act is applicable, a suit based 
on an opposition proceeding cannot be maintained 
in the absence of the opposer. Under these circum¬ 
stances, the decisions in Barron-Gra/y v. Kingsland, 
84 U. S. App. D. C. 28 and Tomlinson v. Coe, 74 App. 
D. C..364, to which the appellant devotes much atten¬ 
tion need not be discussed. Those decisions relate to 
the practice prior to the 1946 Act and are thus only 
of historical interest. It is conceded, on behalf of 
the appellee, that if the present case is to be treated 
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without regard to section 21 of the 1946 Act then 
under the prior decisions of this Court the motion to 
dismiss should not have been granted. On the other 
hand, as above pointed out, if section 21 does apply, 
the dismissal was clearly proper; and the remaining 
argument may therefore be confined to the question 
of the applicability of that section to the present case. 

Section 46 (a) of the 1946 Act (Appellant’s Brief, 
page 33) provides that, with certain stated exception^ 
“All Acts and parts of Acts inconsistent herewith are 
hereby repealed effective one year from the enactment 
hereof.” The date of enactment being July 5, 1946, 
the act became effective July 5, 1947, which was long 
prior to the filing of the present action in the district 
court. Accordingly, unless this case can be brought 
within one of the exceptions stated in the 1946 Act, 
Section 21 thereof clearly applies. 

There appear to be only three exceptions which 
might, by any stretch of the imagination, be con¬ 
sidered to be in point here, namely the provisions 
of Section 46 (a) that the Act shall not affect “any 
suit proceeding or appeal” pending when the Act 
becomes effective, and that, as to applications filed 
under earlier acts, it shall not affect the rights and 
remedies available under such acts, and the provi¬ 
sion of Section 47 (a) that the prosecution of appli¬ 
cations which remain under earlier acts “shall be 
proceeded with and registrations thereon granted in 
accordance with the Acts under which such applica¬ 
tions were filed.” 

It does not seem to be seriously contended by the 
appellant that his suit in the district court, which 
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was filed on September 28,1949, was a ^‘suit proceed¬ 
ing or appear’ pending on July 5, 1947, when the 
i 1946 Act became effective. In fact, on the date last men¬ 
tioned, the opposition proceeding had just been begun, 

' and no decision had been rendered. To say that an 
i action arising more than two years in the future out 
of a decision which had not even been made, was 
pending on July 5, 1947, would, it is submitted, be 
absurd. 

i The contention that the right to maintain an action 
' under K. S. 4915 against the Commissioner alone, on 
the basis of an opposition proceeding was a “right or 
remedy” under a former statute within the meaning 
of section 46 (a) of the 1946 Act was fully considered 
and squarely decided in the Gardel case, on the basis 
of reasons which seem clearly sufficient. As the Court 
pointed out, no former act provided that the Com¬ 
missioner should be a necessary party in such cases. 
In fact, no prior act provided for any suit under 
I R. S. 4915 in trade-mark cases, that remedy being 
allowed in such cases merely by analogy to the patent 
statutes. Accordingly, it cannot properly be said that 
I the provision that the Commissioner should not be 
a necessary party removed any right or remedy which 
was provided by a former act. 

I It is suggested in the appellant’s brief (page 27) 
that if Congress had intended section 21 to be im¬ 
mediately effective, that section would have been 
! included in the excepted sections listed at the end 
of section 46 (a). That list, however, is limited to 
sections which affect rights and remedies under prior 
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acts and, since section 21 does not do this, there was 
no reason for including it in the list. 

The provision on which the appellant mainly relies 
is that of section 47 (a) that the “prosecution of 
applications’’ which are not converted to the 1946 
Act shall be proceeded with “in accordance with the 
acts under which said applications were filed.” It 
is strenuously urged that that language makes the 
Commissioner a necessary party in all proceedings 
based on such applications on the theory that they j 
are part of the prosecution thereof. i 

While that contention was not specifically discussed , I 
by this Court in the Chirdel case it was squally reused j 
by the appellant there, as shown by the following 
quotation from page 7 of its brief, and hence must 
have been considered by the Court: I 

Since the bill in equity is part of the appli¬ 
cation for registration of the trade-mark as j 
recognized by the Courts, it is “part of the 
prosecution of the application” in accordance 
with Section 47 (a) of the Act of July 5,1946, 
which may be proceeded with in accordance 
with the Acts under which the applications 
were filed. The Act of February 20,1905, was, 
therefore, continued in force for this purpose 
notwithstanding the general repeal thereof. 

If there are any doubts as to this point, the 
doubts would seem to be resolved by the signifi¬ 
cant omission of Section 21 of the Act of July 
5, 1946 in the list of excepted sections whidi 
appear in the proviso of Section 46 (a) of the 
Act of July 5, 1946. 
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No doubt the contention was not expressly referred 
I to by the Court for the reason that it is fully disposed 
of by what was said in connection with other con¬ 
tentions, namely that 

No repealed act provided that the Com- 
I missioner should he a necessary party. The 

' effectiveness of Section 21 does not, therefore, 

depend upon a repeal. It is a new and added 
rule. It would he effective had there been no 
repeal of prior acts, [Italics added.] 

Obviously, since no prior act provided that the Com- 
' missioner should be a necessary party, the provision 
that a proceeding should be ‘‘in accordance with the 
I provisions” of such acts could not make him 
necessary. 

The holdings in the 'Barron-Gray and Tomlinson 
' cases that the Commissioner was a necessary party 
were not based on anything in any trade-mark act, 
but on the general principle that the nature of the 
remedy and the protection of the public interest re¬ 
quired him to be represented in all suits in which the 
registration of a trade-mark is sought. Those hold¬ 
ings are not actually or constructively a part of any 
statute, but the statute to which they are most nearly 
I related is R. S. 4915, which is not a part of any 
trade-mark act and is not repealed or in any way 
modified by the 1946 Act. The Tomlinson and 
' BarrourOray decisions, therefore, afford no.basis for 
I a departure by this Court from its holding that no 
trade-mark act prior to 1946 provides that the Com¬ 
missioner shall be a necessary party in inter partes 
cases. 
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It IS especially to be noted that section 21 of the 
1946 Act, which provides that the Commissioner shall 
not be a necessary party in trade-mark cases, also 
provides that trade-mark applicants “may proceed 
under section 4915 Revised Statutes, as in the case 
of applicants for patents, imder the same conditions, 
rules and procedure as are prescribed in the case of 
patent appeals or proceedings so far as they are 
applicable.’’ The association of these provisions in 
a single section would appear to be conclusive evi¬ 
dence that the idea that the Commissioner should be 
a necessary party was not considered a part, express 
or implied of R. S. 4915. Obviously, the same section 
of the Act would not make an old statute applicable 
and, at the same time, add a provision inconsistent 
with it. It seems apparent therefore, that a holding 
that the Commissioner is a necessary party in cases 
such as the present one is not only not a part of any 
trade-mark act but is not a part of any act whatever. 
Accordingly, no reference to prior acts in the 1946 
Act has any bearing on the present issues. 

Since the language of the Act to be construed is 
clear and imambiguous it is not necessary to resort to 
other matters to determine the intent of Congress. 
It seems proper to point out, however, that prior to 
the passage of the 1946 Act there appear to have been 
only three reported cases holding expressly or by 
implication that the Commissioner was a necessary 
party in an action under R. S. 4915 arising out of 
an inter partes Patent Office proceeding. These are 
the Tomlinson case above referred to, Alexandrine v. 
Coe, 63 App. D. C. 227, 71 P. 2d 348, and Brackett v. 
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Chamberlin, 81 F. 2d 866. With those exceptions, all 
R. S. 4915 cases arising out of inter partes proceed¬ 
ings, prior to 1946 were tried on the assumption that 
the Commissioner was not a necessary party and, in 
the vast majority of them the Commissioner was not 
a party. In at least one of these. Century Distilling 
Co. V. Continental Distilling Co., 106 F. 2d 486 (C. C. 
A. Third Circuit) it was expressly held that the Com¬ 
missioner was not a necessary party, and certiorari 
was denied by the Supreme Court of the United 
States (309 U. S. 662). 

The following are examples of cases in which 
actions under R. S. 4915, arising out of inter partes 
proceedings in the Patent Office, were maintained 
without the presence of the Commissioner as a party: 
Speed Products, Inc. v. Tinnerman, 73 USPQ 181; 
Quaker Oats v. General Mills, 45 F. S. 462; McKesson 
and Robbins v. Phillips, 53 F. 2d 342. Oil Specialties 
V. Twin City Shellac Co., 60 F. S. 393, 65 USPQ 241; 
Galena v. Superior, 42 USPQ 274. Against that back¬ 
ground, it seems extremely far fetched to suppose that 
Congress, in passing the 1946 Act had any idea of 
preserving a right to maintain an action against the 
Commissioner alone. It is much more reasonable to 
suppose that what was intended by Section 21 was not 
a change but a sanctioning of what had been the 
almost universal practice of bringing suit under R. S. 
4915 in inter partes cases against the opposing party 
alone, without including the Commissioner. 

For the reasons given, it is clear that, whether or 
not the trade-mark acts prior to that of 1946 apply 
to the present proceeding, the provision of Section 21 
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of the latter act does apply, and the Conunissioner is 
not a necessary party. It is therefore immaterial 
whether or not the present action may properly be 
considered as part of the prosecution of the appel¬ 
lant’s application within the meaning of Section 47 
(a) of the 1946 Act. It may be noted, however, that 
a proceeding under B. S. 4915 is regarded as a trial 
de novo and hence it seems at least doubtful whether 
it could properly be regarded as part of the prosecu¬ 
tion of the application (^American Steel cmd Wire Co. 
V. Coe, 70 App. D. C. 138,105 P. 2d 17. Luche v. Coe, 
62 App. D. C. 61, 69 P. 2d 379. Butterworth v. TJ. 8. 
ex rel Hoe, 112 U. S. 50). 

The appellant alleges that the Patent Office has taken 
actions in the past which are inconsistent with its 
contentions here. Even assuming this to be the case 
it would not be material here. Obviously, if the 
Patent Office has, in some cases, misinterpreted the 
1946 Act this Court is not bound to foUow such mis¬ 
interpretations. The meaning of the Act cannot be 
changed by anything whidi has been done the 
Patent Office. 

However, the Patent Office rulings relied on the 
appellant are not in point here. In each instance 
cited the application was still x>ending before the 
Patent Office and the proceedings were therefore a 
part of its prosecution. Moreover, in each instance, 
some express provision of an earlier Trade-Mark Act 
was involved and was held applicable, whereas, in 
the present case, as repeatedly pointed out above, 
there is no provision of any Trade-Mark Act prior 
to 1946 which has anything to do with the question 
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as to whether the Commissioner is a necessary party. 

For similar reasons, the arguments and decisions 
relied on by the appellant relative to the 1927 changes 
in the procedure imder R. S. 4915 are not in point 
here. In the first place, the language of the Act 
there involved (appellant's Brief, page 35) was quite 
different from that of the 1946 Trade-Mark Act and 
provided that in all cases which had not reached a 
specified stage of prosecution when the act went into 
effect, ‘‘appeals and other proceedings may be taken 
xmder the statutes in force at the time of approval of 
this act." No such language appears in the 1946 
Act. Moreover, the cases cited by the appellant as 
interpreting the 1927 act merely held express provi¬ 
sions of the old laws to be applicable to particular 
cases whereas here the idea that the Commissioner 
is a necessary party is not a provision of any law 
whatever. 

It is asserted by the appellant that this Court's 
decision in the Gardel case is inconsistent with that 
of the Court of Appeals of the Third Circuit in 
•Lanolin Pltis Cosmetics v. Botany Mills, 177 F. 2d 
757. Assuming that to be the case, it would follow 
that one decision is wrong, but it would not follow 
that it was the Gardel decision. Cn the contrary, as 
above i)ointed out, that decision is based on soimd 
reasoning throughout and is clearly correct. More¬ 
over, while the actual result of the Lanolin decision 
was contrary to that in the Gardel case, it does not 
appear that the effect of the 1946 Act was urged upon 
or considered by the court in the Lanolin case. In 
fact, it was not even stated in the opinion that the 


13 


action under B. S. 4915 was commenced after the 1946 
Act went into effect, and the decisions relied on by the 
court were all rendered in cases to which the Act did 
not apply. The decision contains one cryptic refer¬ 
ence to Section 21 of the 1946 Act but there is no 
discussion of what it means or whether it was con¬ 
sidered to apply to the case under consideration. 
So far as appears, the issue here involved was com¬ 
pletely overlooked by the court and the decision, 
therefore, so far as its reasoning is concerned, is 
not in conflict with the Gardel decision. 

On the other hand, in Moran v. Seech et al., decided 
Jime 14, 1950, 86 TJSPQ 206, the District Court for 
the Southern District of New York expressly agreed 
with and followed the Gurdel decision. In that case, 
as in the present one, the application had been filed 
before the 1946 Act became effective and the action 
under R. S. 4915 had been filed thereafter. It was 
held that under those circumstances Section 21 of the 
1946 Act applied and that the Commissioner was not 
a necessary party. That decision, therefore, is di¬ 
rectly in point here. 

It is thought that this entire case is disposed of in 
the final analysis, by this Court's holding in the 
Gardel caise that Section 21 of the 1946 Act “would 
be effective had there been no repeal of prior acts." 
In view of that pronouncement, which is eminently 
sound, it is immaterial what provisions the Act con¬ 
tains for keeping in force provisions of old Trade- 
Mark Acts. Section 21 was a new rule and became 
effective on July 5, 1947, when the Act went into 
effect, except as to proceedings pending on that date. 


The R. S. 4915 suit in the present case, having been 
filed in September 1949 was not such a proceeding. 

CONCLUSION 

It is submitted that the dismissal of the complaint 
in this case was in strict accord with this Court’s 
decision in the Gardel case and that no reason has 
been shown for modifying that decision in any way. 
The decision appealed from should therefore be 
affirmed. 

Respectfully submitted. 

E. L. Reynolds, 

Solicitor, U. 5. Patent Office, 

Attorney for Appellee, 

September 1950. 
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Gold Seal Company, Appellant, 
vs. 

John A. Mabzall, Commissioner of Patents, Appellee, 

Appeal from the TTnited States District Court 
for the District of Coliunbia 


APPELLANTS* REPLY BRIEF 

This reply brief on behalf of appellants is filed in ac¬ 
cordance with Rules 17 (f) and 18 (c) of this Court. 

STATUTE INVOLVED 

. The relevant parts of the following statute, not si)ecifi- 
cally referred to in appellant’s brief, are involved: 
Section 59a Title 35, U. S. Code, R. S. 4911. 
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STATEMENT OF POINTS 

First, Contra to appellee’s contention that there are 
but three reported cases prior to 1946 so holding, there 
are three decisions of this court; two reported decisions 
of the District Court for the District of Columbia, and 
two leading decisions of the Supreme Court of the United 
States, all prior to 1946. 

Second, the decisions referred to above are cited 2 ind 
identified in the argument in this supplemental brief. The 
cases involved suits under R. S. 4915 brought against 
every one of the four Commissioners who held office from 
1921 until late 1949. Notwithstanding the Courts’ deci¬ 
sions in these decided cases the several Commissioners 
of Patents resisted suit so vigorously that two cases were 
taken to the Supreme Court of the United States and 
certiorari in a third case was attempted in 1949. 

Third, in the face of this long standing and uniform 
judicial interpretation of R. S. 4915 and Section 9 of the 
Act of 1905 appellee errs in advancing the supposition 
that Congress in enacting Section 21 was not changing a 
practice which had been sanctioned prior to 1946. 

Fourth, Section 21 of the Act of 1946 is largely a re¬ 
statement and a consolidation of three antecedent statutes, 
namely. Section 9 of the Act of 1905, R. S. 4915, and R. S. 
4911. The provision that the Commissioner shall not be 
a necessary party, first incorporated in Section 21, is a 
fundamental change from the rights and remedies ac¬ 
corded by the three antecedent statutes. 

Fifth, R. S. 4911 uses the language “further proceed¬ 
ings” in referring to proceedings under R. S. 4915. R. S. 
4911 is “integrated” with Section 9 of the Act of 1905 
as this court held in Tomlinson of Highpoint v. Coe. The 
same language was carried forward into Section 21 of 
the Act of 1946. The expression “further proceedings” 
denotes continuity of prosecution. It is “part of the 
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prosecution’’ which shall be ‘^proceeded with” in accord¬ 
ance with Section 47(a) of the Act of 1946. 

Sixth, since appellant is seeking relief with respect to 
an application for registration under the Act of 1905, 
appellant’s rights and remedies are governed by Section 9 
of the Act of 1905, by R. S. 4915, by E. S. 4911, and by 
the law embodied in the interpretative and uniform deci¬ 
sions of this Court and the Supreme Court of the United 
States. 

Seventh, since Section 21 of the Act of 1946 does not 
apply to cases such as the present, appellee’s concession, 
on pages 4 and 5 of appellee’s brief, qualifiedly admits 
that the motion to dismiss should not have been granted 
by the court below. 

ARGUMENT 

Appellee on Page 9 of his brief asserts: 

“It seems proper to point out, however, that prior 
to the passage of the 1946 Act, there appear^ to 
have been ordy three reported ca^es holding expressly 
or hy implication that the Commissioner was a nec¬ 
essary peirty in an action under R. S. 4915 arising 
out of an inter-partes Patent Office Proceedings.” 

Obviously, selecting a date in 1946 as the time barrier 
for this statement has the effect of eliminating this court’s 
decision in not only the Baron Gra/y-Kingslamd case but 
also in Speed Products Company, Inc. v. Thmerrrum Prod¬ 
ucts, Inc. (1948) 83 U. S. App. D. C. 243; 171 Fed. (2) 
727 and the decision of the Third Circuit Court of Ap¬ 
peals in Lanolin Plus Cosmetics, Inc. v. Botany Mills, Inc. 
Even with the exclusion of these three recent decisions, 
the statement by appellee is erroneous. 

In addition to the three mentioned cases {Tomlinson v. 
Coe, Alexcmdrine v. Coe and Brackett v. Chamberlin,) 
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there are three decisions of this court in Corning Glass v. 
Robertson (1933) 62 U. S. App. D. C. 130, 65 F. (2) 476; 
(cert, denied 290 U. S. 645), Thorne, Neale and Co., Inc. 
V. Coe (1944), 79 U. S. App. D. C. 122, 143 F. (2) 155, and 
Philadelphia Inquirer Co. v. Coe (1942) 77 U. S. App. 
D. C. 39,133 F. (2) 385. 

There are also two reasonably recent decisions of the 
District Court for the District of Columbia both prior to 
1946. These are James Heddon's Sons v. Coe, 51 Fed. 
Supp. 490 and Bradstone Rubber Co. v. Coe, 34 Fed. Supp. 
926. 

In commenting upon the absence of controlling cases 
prior to 1946, appellee seems to have ignored completely 
the leading and compelling decisions of the Supreme 
Court of the United States in American Steel Fownd/ries 
V. Robertson, 262 U. S. 209 and United States ex rel BaJdr - 
win Co. V. Robertson, 265 U. S. 168. Appellee also seems 
to have ignored the cases cited in Footnote 21” in this 
court’s decision in Tomlinson of High Point v. Coe. 

After listing the three mentioned cases on page 9 of 
appellee’s brief, appellee adverts, on page 10, to Centwry 
Distilling Co. v. Continental Distilling Co., 106 F. (2) 
486 and emphasizes that this decision of the Circuit Court 
of Appeals for the Third Circuit was strengthened by the 
denial of certiorari, 309 U. S. 662. Appellee overlooks 
.that certiorari was also denied in the Drackett v. Cham¬ 
berlin case, 299 U. S. 503. The difficulty with the selec¬ 
tion of the Century v. Continental decision is that it is 
midway in point of time between the decisions of the 
Third Circuit Court of Appeals in Drackett v. Chamberlin 
and Lanolin v. Botany. If it be argued by appellee that 
the Century v. Continental case overruled Drackett v. 
Chamberlin, the same argument would seem to apply with 
respect to the Century case when construed in the light 
of the court’s decision in the Lanolin v. Botany case. This 
latter case expressly reaffirms the Drackett v. Chamberlin 
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decision and is, of course, the last ruling on the point by 
the Third Circuit Court of Appeals. 


Appellee seeks to have this court ignore the decision of 
the Third Circuit Court of Appeals in Lanolim, v. Botany 
by asserting (appellee’s brief p. 12): 

‘‘It does not appear that the effect of the 1946 Act 
was urged upon or considered by the court in the 
Lanolin Case.” 

Not only does the court’s decision seem to rebut this 
statement but the point was squarely raised by the brief 
for appellant in that case: 

“Plaintiff does not believe that the Act of 1946 
applies to this case because of Section 47(a) of the 
new Act (60 Stat. 445), which provides that the old 
Trade Mark Act of 1^5 shall continue to apply to 
pending applications under that Act.” (Pages 6 and 

7 ) 


On page 3 of appellee’s brief, indirect reference is 
made to Brackett v. Chamberlm in the following lan¬ 
guage: 

“The distinction cited by the appellant was invoked 
by the Third Circuit Court of Appeals prior to the 
enactment of the 1946 Act, but it was never recog¬ 
nized as valid by this court, even at that time, and it 
is clearly obsolete in view of the express language 
of 1946 Act.” 

Appellee seems to have overlooked completely this 
court’s decision in Tomlinson of High Point v, Coe. In 
that decision, this Honorable Court expressly cited and 
followed the decision of the Third Circuit Court of Ap¬ 
peals in Brackett v. Chamberlin and approved the dis~ 
Unction set forth in that case. It may also be observed 
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that Ceniury Distilling v. Continental was discussed and 
distinguished in Tomlinson v. Coe (see Footnote 20). 


It seems evident from the repeated references, on page 
6 of appellee ^s brief, to what the “acts^^ and what the 
“statutes’’ state that the Commissioner would have this 
court consider only the language of the statute and ignore, 
'in doing so, the interpretive decisions of the courts. The 
law, as embodied in the statutes and interpretive decisions 
of the District Court of the United States, the Third Cir¬ 
cuit Court of Appeals, this Honorable Court, and the Su¬ 
preme Court of the United States, squarely holds that 
the Commissioner is a proper party in cases such as the 
present. Many of those decisions hold that the Commis¬ 
sioner is a necessary party. In so holding, they construe 
the ‘ * acts ’ ’ and ‘ ‘ statutes. ’ ’ 

There was no single statute in trade-mark cases which 
categorically discuss the remedy of suit under B. S. 
4915. An examination of Section 21 of the Act of 1946 
will reveal that it is based upon and embraces parts of 
the following prior acts. First, R. S. 4915. Second B. S. 
4911 (Section 59a Title 35, U. S. Code; Act of March 2, 
1927 as amended.)* Third Section 9 of the Trade-mark, 
Act of 1905. All three acts are incorporated in Section 
21. All three acts have been treated together legislatively 
and judicially prior to 1946. It will be observed that when 
jurisdiction of direct appeals from the Patent Office was 
transferred to the U. S. Court of Customs and Patent 
Appeals in 1929, all three acts were simultaneously 
amended. 

After discussing the Acts and ignoring the law, appellee 
on page 6 of his brief, draws the astonishing conclusions: 


Quoted in Appendix to this brief. 
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‘‘Accordingly, it cannot properly be said that the 
provision that the Commissioner should not be a nec- 
essai^ party removed any right or remedy whi<i was 
provided by a former act” 

That statement is contrary to the rulings of the Supreme 
Court of the United States in the American Sted Fown- 
dries eind Baldwin cases, and to the rulings of this Court 
in the Alexandrine, Tomlinson, Speed Products, and Bar- 
ron Gray cases. All six cases squarely sustain an appli¬ 
cant’s right to sue the Commissioner as a remedy provided 
under R. S. 4915 and Section 9 of the Act of 1905. Ob¬ 
viously, the remedy existed and obviously Sections 46 (a) 
and 47 (a) preserved it. 


The brief of the appellee is not consistent with respect 
to use of the word “proceeding.” Thus, on page 4, a 
very careful distinction seems to be drawn between an 
inter partes proceeding in the Patent Office and the suit 
arising thereafter. The same distinction is observed on 
page 10 of appellee’s brief. However, on page 11, ap¬ 
pellee states: 

“It is therefore immaterial whether or not the 
present action may properly be considered as part 
of the prosecution of the appellant’s application with¬ 
in the meaning of Section 47 (a) of the 1946 Act.” 

That is precisely what this court did not hold in its 
decisions in the Alexcmdrine, Tomlinson and Barron Gray 
cases. This court held that it was quite material and that 
the suit under R. S. 4915 was “part of the prosecution 
of the application” involved. That is clearly what the 
Supreme Court held in the American Steel Fotmdries and 
Bcddwm cases. 

Appellant submits that the word “proceedings” em¬ 
braces prosecution before the Patent Office and any appel¬ 
late remedy, whether by direct appeal to the Court of 
Custom Patent Appeals or by suit under R. S. 4915. Sec- 
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tion 9 of the Act of 1905 defines “proceedings” as the 
appeal to the Court of Custom Patent Appeals. As pointed 
out above, Section 9 is “integrated”,* by statutory incor¬ 
poration, with R. S. 4911. That statute in providing for 
' appeals to the Court of Custom Patent Appeals in patent 
, cases, grants an election of “oZZ further proceedings con¬ 
ducted as provided in Section 63.” It may be observed 
that the same language has been incorporated in Section 
21 of the Act of 1946 where again the election is given 
to have “oZi further proceedings” under the revised stat¬ 
ute 4915, “by election as provided in Revised Statute 
4911.” 

There is more than a mere coincidental similarity be¬ 
tween the expression “further proceedings” (which ap¬ 
pears in R. S. 4911 and in Section 21 of the Act of 1946) 
and the expression “the prosecution of said application 
shall be proceeded with” (which appears in Section 47(a) 
of the Act of 1946). Both expressions in all three statutes 
denote continuity of proceedings. This is the antithesis 
to the position for which appellee contends, namely, that 
the prosecution before the Patent Office is one proceeding 
and the institution of a suit under R. S. 4915 is a sepa¬ 
rate and distinct proceeding. The American Steel Foun¬ 
dries and Baldwin cases set forth the Supreme Court’s 
view that suit under R. S. 4915 was part of the prosecu¬ 
tion. This view was continuously followed by this Court 
from 1934 to 1948. It was adopted in the Alexandrine 
case and reiterated in the Barron-Gray case. 

The Commissioner of Patents in 1947 rendered a deci¬ 
sion, Ex Parte W. A. Shaeffer Pen Company, 75 U. S. P. Q. 
326. In that decision the Commissioner after citing At¬ 
kins d Co. V. Moore, 212 U. S. 285 said: 

“For certain purposes, proceedings before the Court 

are regarded as being before the tribunals of the 

Patent Office.” 


* Tomlinson V. Coe . 
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The rationale of the Commissioner’s decision in this 
case was that Section 47(a) should be construed benevo¬ 
lently. In other words, the expression ‘‘the prosecution 
of said application shall be proceeded with” was not lim¬ 
ited to prosecution before the Patent Office. It is broad 
enough to include both prosecution before the Patent Of¬ 
fice and further proceedings available to the applicant in 
his effort to obtain registration of his trade-mark. The 
fact that suit under R. S. 4915 is a “trial de novo” does 
not destroy the continuity of prosecution contemplated by 
statute and decided cases. 


On page 6 of his brief, appellee states: 

“As the court pointed out, no former act provided 
that the Commissioner should be a necessary party 
in such cases.” 

It might be observed that no statute, prior to Section 21 
of the Act of 1946, ever contained an express prohibition 
against bringing suit against the Commissioner alone. In 
its decision in Tomlinson v. Coe, this court said: 

“In this connection, it will be noted that Section 
4915 contains no general limitation against suing the 
Commissioner. It speaks affirmatively as to when 
service must be made upon the Commissioner. It 
says nothing about the propriety of suing the Com¬ 
missioner even when there is an opposing party. It 
is equally proper to join him as a party with others 
in proceedings under Section 9 of the Trade-mark 
Act, into which has been integrated the practices and 
procedures of Section 4915.” 

In its decision in Alexandrine v. Coe, 63 App. D. C. 127, 
71 F. (2) 348, this court stated: 

“Marshall Field and Co., having instituted and 
prosecuted the cancellation proceeding, is in no po¬ 
sition to complain because appellant has filed a bill 
in equity against the Commissioner, which is neces¬ 
sarily a part of the proceeding in the Patent Office. 
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I Under the provisions of Section 9 of the Trade-mark 
Act, as amended, and Section 4915 R. S., as amended, 
' appellant in the cancellation proceeding, had it so 

' elected, might have prosecuted an appeal to the United 

' States Court of Customs and Patent Appeals. Mar¬ 

shall Field and Co. would necessarily have been a 
party to that appeal. The filing of a bill in equity 
' is an alternative remedy and, under the authority of 
! the Baldmn case, properly may be brought against 
the Commissioner here.^^ (Italics added) 

The Alexandrine and Tomlinson rulings seem to an¬ 
swer, completely, appellee ^s statement on page 6 of his 
brief: 

‘‘In fact no prior act provided for any suit under 
R. S. 4915 in trade-mark cases, that remedy being 
' allowed in such cases merely by analogy to the pat¬ 
ent statutes.^’ 


On page 10 of appellee’s brief the statement is made; 

“The following are examples of cases in which ac¬ 
tions under R. S. 4915, arising out of inter partes 
proceedings in the Patent Office, were maintained 
without the presence of the Commissioner as a party: 
Speed Products, Inc. v. Tinnermam 73 USPQ 181; 
Quaker Oats v. General Mills, 45 F. S. 462; McKesson 
and Robbins v. Phillips, 53 F. 2d 342. Oil Specialties 
V. Twin City Shellac Co., 60 F. S. 393, 65 USPQ 241; 
Glalena v. Superior, 42 USPQ 274.” 

Four of the five cited cases fall short of supporting 
appellee’s premise. This Court’s decision, later in point 
of time, in Speed Products v. Tinnerman, 83 U. S. App. 
D. C. 243, 171 F (2) 727, is directly contra to the proposi¬ 
tion upon which appellee cited Speed Products v. Tinner- 
mam, 73 USPQ 181. In Quaker Oats v. General Mills the 
District Court decision and the affirming decision in 134 
F. (2) 429 both make it abundantly clear that the issues 
involved trade-mark infringement and unfair competition 
—tissues which are outside of the contemplation of R. S. 
4915. In Oil Specialties v. Twin City SheUac, 60 Fed. 
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Supp. 393, the Commissioner of Patents was a named de¬ 
fendant. The decision in Galena v. Superior, 42 USPQ 
274 was a decision of the U. S. Court of Custom and Pat¬ 
ent Appeals which, although it construed E. S. 4915, was 
on a direct appeal taken under the provisions of E. S. 
4911. 

Only in the case of McKesson and Robbins v. PhMlips 
Mills, 53 Fed. (2d) 342 is there anything which might 
support the appellee’s contention. This case, also cited 
in appellant’s brief, did involve a suit under E. S. 4915 
in which the Commissioner was not a party. It might be 
observed, however, that the decision was rendered after 
a direct appeal had been decided by the Court of Appeals 
of the District of Columbia. The decision was rendered 
in the period immediately following the 1927 amendment 
of the controlling trade-mark and patent statutes and dur¬ 
ing a period of uncertainty (note appellant’s brief pages 
10 and 23). (Note also Parker-Kalon Corp, v. Coe, 66 
U. S. App. D. C. 252; 86 F. (2) 31. 

After citing the foregoing five cases, the appellee makes 
the following statement: 

‘‘Against that background, it seems extremely far 
fetched to suppose that Congress, in passing the 1946 
Act had any idea of preserving a right to maintain 
an action against the Commissioner alone. It is much 
more reasonable to suppose that what was intended 
by Section 21 was not a change but a sanctioning of 
what had been the almost universal practice of bring¬ 
ing suit under E. S. 4915, in inter partes cases against 
the opposing party alone, without including the Com¬ 
missioner.” 

The five cases referred to by appellee certainly do not 
establish any “background” which makes “far fetched” 
the supposition that Congress had any idea of preserving 
a right to sue the Commissioner under E. S. 4915. From 
1921 to 1949 there have been four Commissioners of Pat¬ 
ents, Eobertson (1921-1933), Coe (1933-1945), Corns (1945- 
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1947), Klingsland (1947-1949), and, since late 1949, Com¬ 
missioner Marzall. Every one of these Commissioners 
has been named defendant in a snit snch as the present 
one. Commissioners Robertson and Coe whose terms of 
oflBce covered approximately a quarter centnry, repeatedly 
'resisted snit and repeatedly lost before this Court and 
the Supreme Court of the United States. The decisions 
in the Americcm Steel Foundries v. Robertson, Baldwim v. 
Robertson, Coming Glass v. Robertson, Alexandrine v. 
Coe, Tomlinson v. Coe and Philadelphia Inquirer v. Coe, 
and Thome, Neil S Co. v. Coe are instances which can- 
' not be controverted. In two of these cases the Commis¬ 
sioner went before the Supreme Court of the United 
States (American Steel Foundries and Baldwin cases) 
just as the Commissioner attempted to do in the Barron- 
Gray case. ■ 

In the face of the foregoing appellee^s ‘‘supposition^* 
that Congress acted in' complete ignorance of the prac¬ 
tice prevailing under B. S. 4915, when Section 21 of the 
Act of 1946 was enacted, does not bear scrutiny. The 
appellee *s supposition is moreover squarely rebutted by 
the Congressional Hearings conducted over a ten year 
I)eriod prior to the passage of the Act of 1946. Had ap¬ 
pellee studied the record of such hearings, he would have 
found that the proposition of recodifying Section 9 of 
the Act of 1905, B. S. 4911 and B. S. 4915 in a new sec¬ 
tion, such as Section 21 of the Act of 1946, was fully 
discussed by witnesses representing both the Patent Office 
and industry. There was a strong warning given against 
“changing the rules in the middle of the game**. 

If there is awy valid supposition” it is that Congress 
intended, in Section 47(a) of the Act of 1946, to preserve 
undiminished the **rights and remedies” of **further pro¬ 
ceedings” so clearly possessed by appellant under the 
Act of 1905. 
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SUMMATION 

The overwhelming weight of authority, represented by 
decisions of this Court, of the Third Circuit Court of 
Appeals, and of the Supreme Court of the United States, 
is clearly to the effect that in cases such as the present, 
brought under the provisions of the trade-mark Act of 
1905, this appellant may rightfully sue this appellee in 
this jurisdiction. 

The integrated statutes. Section 9 of the Act of 1905, 
R. S. 4915 and R. S. 4911, have been repeatedly and con¬ 
sistently construed as permitting the Commissioner of 
Patents to be sued in cases such as the present, in this 
jurisdiction and as sole defendant. 

While a suit under R. S. 4915 is a “trial de novo^^ for 
the purpose of permitting the introduction of new evi¬ 
dence, it is “part of the prosecution of the application^^ 
for patent or trade-mark registration. As part of the 
prosecution of the application for registration, it is a 
“proceeding • • • pendingwithin the fair meaning of 
Section 46(a) of the Act of 1946. It is part of the prose¬ 
cution which may be “proceeded with’^ within the fair 
meaning of Section 47(a) of the Act of 1946. 

Since the right to sue the Commissioner was so clearly 
and uniformly recognized prior to 1946, and in at least 
three leading decisions since that date, the right and rem¬ 
edy was clearly preserved by Section 47(a) of the Act 
of 1946. 

With respect to applications filed under, or by amend¬ 
ment brought under, the provisions of the Act of 1946, 
Section 21 of that Act does preclude resort to the remedy 
so clearly recognized prior to 1946. But Section 21 of 
the Act does not extinguish this appellant's right to the 
relief herein sought and therefore Section 21 of the Act 
is not applicable to this case. In these circumstances the 
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concession appearing on pages 4 and 5 of appellee ^s brief 
phrases the proper disposition of this case. It is there 
stated: 

“It is conceded, on behalf of the appellee, that if the 
' present case is to be treated without regard to Sec¬ 
tion 21 of the 1946 Act then under the prior decisions 
' of this Court the motion to dismiss should not have 
been granted.’’ 

Respectfully, 

J GOLD SEAL COMPANY, Appellant 

By: Maueice M. Moore and 
Edward B. Beale 

' Counsel for Appellant 

Of Counsel 

Paul, Paul & Moore, 

710 Midland Bank Building, 

Minneapolis 1, Minnesota, 
and 

Beale and Jones, 

1411 Pennsylvania Ave., N. W., 

Washington 4, D. C. 


15 


APPENDIX 

Section 59a, Title 35 U, S. Code. 

If any applicant is dissatisfied with the decision of the 
Board of Appeals, he may appeal to the United States 
Court of Customs and Patent Appeals, in which case he 
waives his right to proceed under section 63 of this title. 
If any party to an interference is dissatisfied with the 
decision of the Board of Interference Examiners, he may 
appeal to the United States Court of Customs and Patent 
Appeals, provided that such appeal shall be dismissed if 
any adverse party to such interference shall, within twen¬ 
ty days after the appellant shall have filed notice of 
appeal according to section 60 of this title, file notice 
with the Commissioner of Patents that he elects to have 
all further proceedings conducted as provided in section 
63. Thereupon the appellant shall have thirty days there¬ 
after within which to file a bill in equity under said sec¬ 
tion 63, in default of which the decisions appealed from 
shall govern the further proceedings in the case. R. S. 
§ 4911; March 2, 1927, c. 273, § 8, 44 Stat. 1336; March 2, 
1929, c. 488, ^ 2, 45 Stat. 1476; Aug. 5,1939, c. 451, § 3, 53 
Stat. 1212. 



